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IN THE UNITED STATES BANKRUPTCY COURT 

FOR THE DISTRICT OF DELAWARE 

 
 

In re: 

 

FOOD52, INC.,1 

 

Debtor. 

 

 

Chapter 11 

 

Case No. 25-12277 (LSS) 

 

Re: Dkt. Nos. 15 & 80 

 

FORM PORTFOLIOS LLC’S OBJECTION TO DEBTOR’S MOTION FOR ENTRY OF 

ORDERS AUTHORIZING THE SALE OF SUBSTANTIALLY ALL OF DEBTOR’S 

ASSETS FREE AND CLEAR OF LIENS, CLAIMS, INTERESTS, AND 

ENCUMBRANCES 
 

Form Portfolios LLC (“Form”), by and through its undersigned counsel, hereby submits 

this objection (the “Objection”) to the Motion of Debtor for Entry of Orders (I)(A) Approving the 

Bidding Procedures for the Sale of the Debtor’s Assets, (B) Authorizing the Debtor to Enter Into 

the Stalking Horse APA and to Provide the Stalking Horse Bid Protections Thereunder, (C) 

Scheduling an Auction and Approving the Form and Manner of Notice Thereof, (D) Approving 

Assumption and Assignment Procedures, (E) Scheduling a Sale Hearing and Approving the Form 

and Manner of Notice Thereof, and (F) Granting Related Relief; and (II)(A) Approving the Sale 

of the Debtor’s Assets Free and Clear of Liens, Claims, Interests, and Encumbrances, (B) 

Approving the Assumption and Assignment of Executory Contracts and Unexpired Leases, and (C) 

Granting Related Relief [Dkt. No. 15] (the “Sale Motion”).2  In support of this Objection, Form 

respectfully states as follows: 

 

 

 
1  The Debtor in this chapter 11 case is Food52, Inc. and the last four digits of the Debtor's federal tax identification 

number are 2604. For the purpose of this chapter 11 case, the Debtor's service address is 1 Dock 72 Way, 13 th 

Floor, Brooklyn, New York 11205 
2 All terms used but not otherwise defined herein shall have the meaning given to them in the Sale Motion or the 

Stalking Horse Agreement (attached as Exhibit A hereto). 
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PRELIMINARY STATEMENT 

1. Form challenges the Debtor’s purported sale of assets used in manufacturing 

products for the Dansk line of business but that the Debtor (a) licenses but does not own and (b) 

has covenanted it will no longer to sell. The applicable Dansk License Agreement (“DLA”) 

expressly provides that upon termination “for any reason,” Food52 would: “(i) cease and no longer 

make, have made, use, offer to sell or sell Licensed Products; and (ii) cease using Licensed 

Trademarks for any purpose.” DLA § 11.1(b). The DLA further provided that trademarks adopted 

by Food52 in marketing the licensed products “shall revert to Form upon termination of this 

Agreement for any reason.” DLA § 7.3. 

2. Despite the lack of ownership of the intellectual property rights, and in violation of 

those covenants, pre-petition Food52 nevertheless continued selling the products it had licensed 

from Form under the terminated DLA in breach of the covenant and Form’s undisputed intellectual 

property rights. Debtor continues to sell these products post-petition in derogation of Form’s rights 

and covenants (leading to Form’s forthcoming post-petition administrative claim for damages and 

relief) despite receiving a cease-and-desist letter on January 2, 2026.  See Exhibit B, attached.  This 

motion purports to sell Form’s assets to bidders, “free and clear” of the post-termination covenants. 

3. The Sale Motion ambiguously defines the “assets” as comprising “all or 

substantially all of the Debtor’s assets (the “Assets”).”  Motion at p. 1. The Sale Motion also 

defines the Assets as “consist[ing] of, without limitation, certain intellectual property, inventory, 

cash and cash equivalents, accounts receivable, executory contracts and unexpired leases, permits, 

licenses, customer lists, books and records, claims and causes of action, and other related personal 

property.” Id. at ¶12.  They Stalking Horse Agreement’s description of the Assets to be sold is no 

clearer—it defines “Purchased Assets” broadly to include “all of Seller’s right, title and interest 
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in, to and under all of the tangible and intangible assets, properties, and, to the extent transferable, 

rights owned by Seller (other than the Excluded Assets), including, without limitation, any and all 

Intellectual Property owned by Seller . . . and the inventory assets of Seller described in Section 

2.06.”  Stalking Horse Agreement at § 2.01. Exhibit A to the Stalking Horse Agreement, which 

purports to describe the Purchased Assts and Inventory to be purchased by the Stalking Horse, is 

blank.  See Stalking Horse Agreement at Ex. A. 

4. Despite the ambiguous and incomplete description of what Assets are in fact being 

sold by the Debtor, the Sale Motion seeks that “the Assets shall be sold free and clear of all liens, 

claims, interests, and encumbrances (collectively, the ‘Encumbrances’), and any Encumbrances 

shall attach to the net proceeds of the Sales.” Motion at ¶¶ 38-39.  This Court should deny the Sale 

Motion to the extent that the Sale Motion purports to sell “Assets” (a) that the Debtor does not 

own, (b) that are encumbered by a contractual prohibition on the Debtor to manufacture, have 

manufactured, sell or offer to sell, or (c) are encumbered by Debtor’s contractual obligation to 

transfer to Form (collectively, the “Form Assets”).  Those Form Assets are the designs and 

trademarks used by Debtor to make and sell the vast majority of the products sold under the Dansk 

brand. The Debtor does not own these rights, and only licensed them from Form through two 

licenses, a January 2023 Form License Agreement (“FLA”) and a July 2023 Dansk License 

Agreement. Those licenses terminated in the summer of 2024, eighteen months before the Petition 

Date. Upon the termination, the agreements expressly provide that all of Dansk’s rights in the 

products ended.  In addition to acknowledging its lack of rights in these products, Food52 

covenanted to cease manufacturing, selling or advertising the designated products, which extend 
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to hundreds of products in the Dansk family, and to transferring the Kobenstyle trademark to Form.  

These covenants also prevent any sales of the sort potentially implicated in the Sale Motion. 

5. This Court has recently and emphatically held that Bankruptcy Code Section 363(f) 

does not permit a debtor to sell property it does not own, and that ownership disputes are not the 

type of “bona fide dispute” contemplated by Bankruptcy Code Section 363(f)(4). In re Goli 

Nutrition, Inc., Case No. 24-10109 (LSS), 2024 WL 1748460 (Bankr. D. Del. Mar. 13, 2024). In 

Goli, this Court explained that “in order to invoke the ‘free and clear’ sale, the trustee must first 

own the property. Disputes envisioned by section 363(f)(4), therefore, are not ownership disputes.” 

Id. at *4. 

6. Here, the ownership dispute is straightforward: Form holds or exclusively manages 

the Dansk intellectual property; the Debtor held only a license that terminated prepetition. The 

Debtor cannot cure this fundamental defect by labeling the dispute “bona fide” and proceeding 

with a sale. In any event, before any sale of Form’s property can occur, the Debtor must 

demonstrate that it, and not Form, owns the disputed intellectual property to be sold. Critically, 

the Debtor cannot rely on a contested matter to carry its heavy burden on this issue; rather, it must 

proceed by an adversary proceeding. 

7. Form’s rights to the Form Assets have already been partially addressed in 

prepetition litigation with Debtor pending in the United States District Court for the Eastern 

District of New York, Case No. 1:24-cv-07690-NCM-CLP (the “Federal Action”).  The district 

court has already examined the parties’ contractual relationships and concluded that Form claims 

to ownership of the Form Assets are well-pleaded, as are Form’s claims against Food52 based on 

Food52’s (and now Debtor’s) continued use of those Form Assets in operating its Dansk product 

line. Form Portfolios LLC v. Food52, Inc., No. 24-cv-07690 (NCM) (CLP) (E.D.N.Y. Dec. 16, 
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2025) (denying motion to dismiss breach of contract claims). Because the Sale Motion’s definition 

of “Assets” is imprecise, it is conceivable that some of the assets Food52 now seeks to sell “free 

and clear” are the very assets that it does not own, no longer has any right to use, and/or has a 

contractual obligation to transfer to Form. 

8. Form and the Debtor have engaged in discussions regarding consensual resolution 

of Form’s objection, including a potential carve-out of the Dansk assets from the proposed sale. 

Form files this Objection to preserve its rights in the event those discussions do not result in 

agreement before the sale hearing. 

BACKGROUND 

A. The Parties 

9. Form Portfolios LLC is a Delaware limited liability company engaged in the 

acquisition, licensing, and management of valuable intellectual property, including iconic mid-

century Scandinavian design brands. Form holds or exclusively manages intellectual property 

rights associated with the Dansk brand, including designs created by Jens Quistgaard, one of the 

most celebrated Scandinavian designers of the twentieth century. 

10. Food52 is an online media and e-commerce company focused on food and home 

products. Food52 is controlled by The Chernin Group, which invested approximately $163 million 

in Food52 through equity investments in 2019 and 2021. 

B. The Form Intellectual Property 

11. Form manages and licenses the designs and marks for many renowned designers, 

and through this, was introduced to Food52 in late 2022.  

12. Form had a long-standing relationship with the family of Jens Quistgaard, who was 

the chief designer for Dansk from the 1950s to the 1980s. After that period, Quistgaard continued 
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to develop designs independently. Upon his death in 2008, Quistgaard’s intellectual property 

passed to his heirs (the “Quistgaard Family”), who established Qubra ApS (“Qubra”) to own and 

manage these rights. 

13. In 1992 and 2012—years before Food52 entered the picture—Dansk and 

Quistgaard/Qubra entered into design agreements that granted Dansk a limited right to Quistgaard 

designs and trademarks on his products. The last agreement expired in 2022. 

C. The Licensing Agreements with Form 

14. When Food52 sought to extend its relationship with Qubra in early 2023, Qubra 

and Form entered into a Collaboration Agreement granting Form the exclusive right to negotiate, 

on Qubra’s behalf, a new license agreement with Food52. The Collaboration Agreement made 

Form Qubra’s legal representative and granted Form the exclusive right to take action to terminate 

unauthorized use of Quistgaard’s trademarks and to enforce Qubra’s intellectual property rights.  

15. Thereafter, Form and Food52 entered into two additional agreements governing 

Food52’s use of Quistgaard-related intellectual property: 

(a) The Support and Participation Agreement (“SPA”), finalized on July 17, 2023, 

established the framework for an ongoing collaboration to create a collection of 

Scandinavian design products under the Dansk brand.  
 

(b) The Dansk License Agreement (“DLA”), also executed in 2023, granted Food52 a 

limited license to use Quistgaard designs and trademarks. Critically, the DLA expressly 

stated that it “supersedes and replaces” the prior design agreements between Dansk and 

Qubra, and that “other than the license to the Licensed Designs granted to [Food52] 

pursuant [to the DLA], [Food52] holds no other rights with respect to designs or other 

intellectual property of the Licensed Designers.”3 Jens Quistgaard is one of the Licensed 

Designers. 
 

16. On November 22, 2023, Form and Food52 executed an Amendment to the Dansk 

License Agreement (the “Amendment”), which expanded the scope of Licensed Designs and 

 
3 Form intends to submit a true and correct copy of the DLA as an exhibit at the hearing on the Sale Motion. 

Case 25-12277-LSS    Doc 160    Filed 01/30/26    Page 6 of 19



 

7 
RLF1 34935612v.1 

Licensed Designers covered by the DLA. The Amendment added numerous additional Quistgaard 

designs, including the Rune Serveware collection, JQ Storage Collection furniture, JQ Lighting, 

and various wooden work and furniture pieces, as well as designs by other prominent Scandinavian 

designers managed by Form, including Ilkka Suppanen, Carl Magnusson, Jakob Thau, Hans 

Thyge, GamFratesi, Jens Risom, and others.4 

17. The agreements expressly provided that Form (and through Form, Qubra) retained 

all ownership rights in the specific designs and trademarks, and that Food52’s rights were limited 

to the specific uses authorized during the term of the agreements. 

D. The Form Intellectual Property  

18. The intellectual property at issue related to the Dansk products (collectively, the 

“Form IP”) includes, without limitation: 

(a) Dansk Designs. The DLA granted Food52 a license to use designs by three 

designers, including Jens Quistgaard, as set forth in Appendix A to the DLA, including but 

not limited to iconic enamelware, flatware, and serving pieces. The DLA’s grant was 

sweeping, covering “all designs in the Quistgaard Archive,” including designs previously 

under the expired 1992 and 2012 Design Agreements; See DLA Parts 1.9, 1.10, 4.5 & 

Appendices A.1a–A.1d.  
 

(b) Trademarks, including the Quistgaard Name, Signature, Initials, and Likeness. The 

DLA granted Food52 a limited license to use Quistgaard’s name, signature (i.e., “JHQ”), 

initials, and likeness in connection with marketing Licensed Products. Upon termination, 

all such rights reverted to Form; and F52 is prohibited from using this IP post-termination 

See DLA Parts 1.2, 11.1(b). 
  

(c) The Kobenstyle Trademark. As detailed below, the Kobenstyle trademark is 

inextricably associated with Quistgaard’s iconic enamelware designs and falls within the 

DLA’s reversion provisions. See DLA Part 7.3, see also pervasive Købenstyle products in 

Appendices A.1a and A.1b. 
 

(d) Trademarks Adopted in Marketing Licensed Products. Under DLA § 7.3, “any 

trademark, other than Licensee’s house mark or brand, that is adopted by Licensee in 

marketing Licensed Products . . . shall revert to Form upon termination of this Agreement 

for any reason”. 
 

 
4 Form intends to submit a true and correct copy of the Amendment as an exhibit at the hearing on the Sale Motion. 
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19. A schedule identifying specific designs and intellectual property subject to this 

Objection is attached hereto as Exhibit C (the “Form IP Schedule”). The Form IP Schedule is 

illustrative—not exhaustive—given the sweeping scope of the DLA’s grant and reversion 

provisions.  Accordingly, Form reserves all rights to supplement, modify, and/or amend the Form 

IP Schedule.  

E. Termination and Reversion of Rights 

20. In late 2023, Food52 underwent a change in leadership and began pivoting away 

from its planned expansion of the Dansk brand. Food52 unilaterally ceased making payments to 

Form, including royalty and licensing payments that exceeded $610,000 as of the date Form filed 

suit. 

21. On June 10, 2024, Food52 sent a letter to Form purporting to terminate the DLA, 

SPA, and a separate FLA. A true and correct copy of Food52’s termination letter is attached hereto 

as Exhibit D. Food52 falsely claimed that it had been under “incorrect assumptions concerning the 

prior design agreements with the Quistgaard family and ownership of the intellectual property 

rights.” 

22. Upon termination, all of Food52’s rights under the licensing agreements ceased. 

The DLA expressly provides that upon termination “for any reason,” Food52 must: “(i) cease and 

no longer make, have made, use, offer to sell or sell Licensed Products; and (ii) cease using 

Licensed Trademarks for any purpose.” DLA § 11.1(b). The DLA further provides that trademarks 

adopted by Food52 in marketing the licensed products “shall revert to Form upon termination of 

this Agreement for any reason.” DLA § 7.3. 
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23. As of the termination date in June 2024, eighteen months before the Petition Date, 

Food52 had no remaining rights in the Form IP. Any continued use of that intellectual property 

after termination constitutes infringement. 

F. The Kobenstyle Trademark 

24. The Kobenstyle trademark is inextricably associated with Jens Quistgaard’s iconic 

enamelware designs that were the primary subject of the DLA. Quistgaard designed the original 

Kobenstyle cookware line, and for decades, the Kobenstyle name has been synonymous with his 

distinctive mid-century enamelware. The Kobenstyle products were among the “Licensed 

Products” covered by the DLA, and the Kobenstyle mark was used by Food52 in marketing those 

Licensed Products. 

25. Under DLA § 7.3, “any trademark, other than Licensee’s house mark or brand, that 

is adopted by Licensee in marketing Licensed Products . . . shall revert to Form upon termination 

of this Agreement for any reason.” Because Kobenstyle was used by Food52 in marketing the 

Quistgaard-designed Licensed Products - and because it has become synonymous with those 

designs - the registered Kobenstyle mark falls within the § 7.3 reversion provision. Form asserts 

that upon termination, the Kobenstyle trademark reverted to Form along with all other rights to the 

Licensed Products and Licensed Trademarks and, in any event, that Food52 has a contractual 

obligation to transfer the mark to Form. 

G. The Federal Litigation 

26. On November 4, 2024, Form commenced the Federal Action against Food52. The 

Federal Action asserts claims for breach of contract, trademark infringement under the Lanham 

Act, and declaratory relief regarding ownership of the disputed intellectual property. It seeks a 
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permanent injunction prohibiting Food52 from manufacturing, selling or marketing the products 

it is contractually prohibited from selling post-termination. 

27. On December 16, 2025, the district court issued a ruling on Food52’s motion to 

dismiss. Form Portfolios LLC v. Food52, Inc., No. 24-cv-07690 (NCM) (CLP) (E.D.N.Y. Dec. 

16, 2025). A true and correct copy of the district court’s order is attached hereto as Exhibit E. The 

court denied Food52’s motion with respect to Form’s core breach of contract claims, holding that 

Form had adequately alleged the existence, breach, and damages arising from the SPA, DLA, and 

FLA. The court also sustained Form’s claim for trademark infringement under Section 43(a) of 

the Lanham Act for Food52’s continued use of the Quistgaard name, initials, signature, and 

likeness. The Federal Action was proceeding through discovery when Food52 filed for bankruptcy 

protection on December 29, 2025. 

28. Food52’s own litigation position confirms that the license agreements terminated 

in June 2024. Food52 has never disputed that it sent the June 10, 2024 termination letter or that 

payments ceased.  

H. The Bankruptcy Filing and Proposed Sale 

29. Food52 filed its Chapter 11 petition on December 29, 2025 (the “Petition Date”). 

The same day, Food52 filed the Sale Motion, seeking to sell substantially all of its assets to 

America’s Test Kitchen (“ATK”) as a stalking horse bidder for approximately $6.5 million. 

30. The Sale Motion and Stalking Horse Agreement purport to sell intellectual property 

that Food52 does not own, including the Form IP. By the express provisions of the DLA, Food52 

agreed that its only intellectual property rights were through the licenses granted by Form in 2023, 
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and that upon termination (in the summer of 2024) Food52’s rights terminated.  Accordingly, 

Food52 does not hold any design, trademark or other rights in the specified products. 

31. Despite the termination of its license rights in June 2024 and the commencement 

of this bankruptcy case, Food52 has continued to willfully sell and advertise products bearing the 

Form IP post-petition. Form issued a cease-and-desist letter to counsel for the debtor on January 

2, 2026, a copy of which is annexed as Ex. C. Form has documented ongoing sales of Dansk-

branded products through Food52’s website and third-party sales channels since the Petition Date. 

Screenshots documenting some of these willful post-petition sales are attached hereto as Exhibit 

F. This continued unauthorized use of the Form IP constitutes both a post-petition violation of the 

DLA’s negative covenants, see DLA § 11.1(b), and ongoing trademark infringement and false 

advertising claims under the Lanham Act, 15 U.S.C. § 1125(a), which provides for statutory 

damages ranging up to $2,000,000 per mark, per type of infringement. Form reserves the right to 

assert administrative expense claims under Bankruptcy Code Section 503(b) upon establishing the 

scope of the Debtor’s post-petition violations.  Given the Debtor’s willful post-petition 

infringement, Form is understandably concerned that the sale will not respect its ownership rights 

in the intellectual property related to the Dansk brand, which it seeks to sell “free and clear.” 

OBJECTION 

A. Food52 Cannot Sell Property It Does Not Own 

32. Bankruptcy Code Section 363 authorizes a debtor to sell “property of the estate.” 

11 U.S.C. § 363(b)(1). Bankruptcy Code Section 541 defines property of the estate as “all legal or 

equitable interests of the debtor in property as of the commencement of the case.” 11 U.S.C. § 

541(a)(1).  The Form IP is not property of the Debtor’s estate because Food52 does not own it. 
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Food52 held only a license to use the Form IP, and that license terminated in June 2024. As of the 

Petition Date, Food52 had no legal or equitable interest in the Form IP whatsoever. 

33. The Supreme Court has made clear that “the estate cannot possess anything more 

than the debtor itself did outside bankruptcy.” Mission Product Holdings, Inc. v. Tempnology, 

LLC, 139 S. Ct. 1652, 1663 (2019). Because Food52 had no ownership interest in the Form IP 

outside of bankruptcy, the estate cannot acquire such an interest merely by filing for bankruptcy. 

34. Indeed, Mission Product confirms that rejection of an executory contract (which 

Food52 has sought to do here) constitutes a breach, not a termination of the underlying rights. Id. 

at 1661. But here, the situation is even clearer: the license agreements were already terminated by 

Food52 itself eighteen months before the bankruptcy filing. There is nothing left to reject because 

there is no executory contract. 

35. This Court also has held that “[a] bankruptcy court may not allow the sale of 

property as ‘property of the estate’ without first determining whether the property is property of 

the estate.” In re Whitehall Jewelers Holdings, Inc., No. 08-11261 (KG), 2008 WL 2951974, at *4 

(Bankr. D. Del. July 28, 2008) (citing cases); see also In re Goli Nutrition, Inc., Case No. 24-

10109 (LSS), 2024 WL 1748460, at *6 (Bankr. D. Del. Mar. 13, 2024) (“I conclude that the 

ownership issue must be decided before I can authorize property to be sold.”)  

B. Bankruptcy Code Section 363(f) Does Not Apply to Ownership Disputes 

36. The Debtor may argue that it can sell the Form IP “free and clear” under Bankruptcy 

Code Section 363(f)(4), which permits a sale free and clear of an interest in property if “such 

interest is in bona fide dispute.” 11 U.S.C. § 363(f)(4). This argument fails. 

37. This Court has squarely held that Bankruptcy Code Section 363(f)(4) does not 

apply to ownership disputes. In Goli Nutrition, this Court explained: 

Case 25-12277-LSS    Doc 160    Filed 01/30/26    Page 12 of 19



 

13 
RLF1 34935612v.1 

So, in order to invoke the ‘free and clear’ sale, the trustee must first 

own the property. Disputes envisioned by section 363(f)(4), 

therefore, are not ownership disputes. 
 

In re Goli Nutrition, Inc., 2024 WL 1748460, at *4. The Court further stated: “I see nothing in 

section 363 of the Code that permits me to authorize the sale of property that is not property of the 

estate—in other words that the debtor has no interest in at all.” Id. 

38. Other courts in this District have reached the same conclusion. “A bankruptcy court 

may not allow the sale of property as ‘property of the estate’ without first determining whether the 

property is property of the estate.” In re Whitehall Jewelers Holdings, Inc., 2008 WL 2951974, at 

*4; see also In re Forever 21, Inc., 623 B.R. 53, 62 (Bankr. D. Del. 2020) (explaining that a 

determination that insurance policies are not property of the estate must be brought by an adversary 

proceeding). 

39. Courts outside this District agree. “By its very structure, the Bankruptcy Code 

requires a determination of whether property is property of the estate (and thus may be sold) prior 

to any analysis as to whether a particular interest in property is in bona fide dispute under 

subsection (f)(4).” In re Worcester Country Club Acres, LLC, 655 B.R. 41, 46 (Bankr. D. Mass. 

2023). 

40. Here, the dispute is not about the nature or priority of an interest in property that 

Food52 owns. The dispute is about whether Food52 owns the property at all. That is an ownership 

dispute, not a dispute about interests in property, and Bankruptcy Code Section 363(f)(4) does not 

apply. 

C. The Federal Court Has Already Validated Form’s Intellectual Property 

Rights  

41. The district court’s ruling on Food52’s motion to dismiss confirms the strength of 

Form’s position. The court held that Form adequately alleged: 
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(a) The existence and validity of the SPA, DLA, and FLA; 

(b) Food52’s breach of those agreements by failing to make required payments; 

(c) Food52’s continued, unauthorized use of the Quistgaard name, initials, signature, 

and likeness in marketing products after termination; and 

(d) Form’s entitlement to damages and declaratory relief. 

42. The district court rejected Food52’s attempt to dismiss the case and permitted 

Form’s claims to proceed through discovery. This ruling demonstrates that Form’s claims 

regarding its intellectual property rights are well-pleaded and supported by the documentary 

evidence. 

43. Food52 cannot use bankruptcy as a vehicle to circumvent the federal court’s ruling. 

The automatic stay may pause the Federal Action, but it does not extinguish the underlying rights 

that the district court has already found Form adequately alleged. 

D. Food52 Is Bound by Negative Covenants That Preclude Any Use or Sale of the 

Form Intellectual Property. 

44. Even setting aside the ownership question, Food52 is contractually bound by post-

termination covenants that expressly prohibit any continued use or sale of the licensed intellectual 

property. The DLA provides that upon termination for any reason, Food52 must: 

(i) cease and no longer make, have made, use, offer to sell or sell 

Licensed Products; and (ii) cease using Licensed Trademarks for 

any purpose. 
 

DLA § 11.1(b). 

45. These are not mere contractual promises that can be “rejected” in bankruptcy by 

sales “free and clear” of the encumbrances. They are restrictive covenants that define the scope of 

Food52’s rights - or more precisely, the absence of any rights - following termination. A party that 

has contractually agreed to “cease and no longer make, have made, use, offer to sell or sell” certain 
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products cannot turn around and sell those very rights in a bankruptcy sale. There are no rights to 

sell. 

46. The Supreme Court has made clear that this result follows from “a general 

bankruptcy rule: The estate cannot possess anything more than the debtor itself did outside 

bankruptcy.” Mission Product Holdings, 139 S. Ct. at 1663. Outside bankruptcy, Food52 had an 

express contractual obligation to cease all use of the Form IP. That obligation does not disappear 

merely because Food52 filed for bankruptcy. 

47. Courts have consistently recognized that post-termination encumbrances survive 

and remain enforceable. See, e.g., Burger King Corp. v. Rudzewicz, 471 U.S. 462 (1985) (enforcing 

franchise agreement’s post-termination obligations); S&R Corp. v. Jiffy Lube Int’l, Inc., 968 F.2d 

371, 376 (3d Cir. 1992) (post-termination trademark covenants enforceable). In the franchise 

context, courts routinely enforce “de-identification” covenants requiring former franchisees to 

cease using the franchisor’s trademarks, trade dress, and other intellectual property upon 

termination “regardless of whether the franchisee subsequently files for bankruptcy.” 

48. The same principle applies here. Food52 agreed that upon termination it would 

cease all use of the Licensed Products and Licensed Trademarks. That agreement is binding. 

Food52 cannot now purport to sell rights that it contractually agreed it would no longer possess. 

E. Form’s Right to Injunctive Relief Cannot Be Extinguished by Bankruptcy 

Code Section 363(f) 

 

49. Even if Bankruptcy Section 363(f) could otherwise apply, Form’s right to 

injunctive relief to prevent continued infringement is not the type of “interest” that can be sold free 

and clear. Bankruptcy Code Section 363(f)(5) permits a sale if the holder of an interest “could be 
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compelled, in a legal or equitable proceeding, to accept a money satisfaction of such interest.” 11 

U.S.C. § 363(f)(5). 

50. Also, even though terminated, the DLA’s provision (a) prohibiting Food52 from 

selling additional products, and (b) requiring it to convey the Kobenstyle mark to Form upon 

termination remain and are not extinguished by the bankruptcy.  A right to injunctive relief for 

ongoing infringement is not compensable in money. A “right to payment” under section 101(5) 

depends on whether monetary payment is an alternative for the equitable remedy at issue. In re 

Cont’l Airlines, 125 F.3d 120, 133 (3d Cir. 1997). Courts have consistently held that rights to 

enforce restrictive covenants are not “claims” subject to discharge or sale. See Kennedy v. Medicap 

Pharmacies, Inc., 267 F.3d 493, 496 (6th Cir. 2001) (“The majority of bankruptcy courts have held 

that the right to equitable relief for breach of a covenant not to compete is not dischargeable in 

bankruptcy.”); Matter of Udell, 18 F.3d 403, 409 (7th Cir. 1994) (same). 

51. Restrictive covenants remain enforceable after termination (or rejection) because 

“the very purpose of the covenant is to govern the relationship between the parties after the demise 

of the underlying contract” In re Klein, 218 B.R. 787 (Bankr. W.D. Pa. 1998). As a result, “the 

equitable remedies contained in the Franchise Agreement and the Confidentiality Agreement 

cannot be reduced to a monetary claim and remain enforceable” In re Empower Central Michigan, 

Inc., 661 B.R. 222 (Bankr. E.D. Mich. 2024). 

52. Here, Form seeks not merely damages but an injunction requiring Food52 to “cease 

and no longer make, have made, use, offer to sell or sell Licensed Products” per DLA § 11.1(b). 

That equitable remedy cannot be reduced to a monetary payment and therefore cannot be sold 

“free and clear” under Bankruptcy Code Section 363(f)(5). Form’s right to prevent continued 

infringement survives any purported sale. 
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53. Similarly, Form also is entitled to Debtor’s conveyance of the Kobenstyle mark.  

Even if the mark had not been transferred automatically by the DLA’s reversion language, Form 

is entitled to specific performance requiring Debtor’s transfer of that trademark.  That equitable 

remedy also is not discharged.  

F. The Court Must Deny Any Sale of the Form IP and An Adversary Proceeding 

Is Required Before the Debtor Can Carry Its Heavy Burden to Prove It Owns the 

Form IP 

54. “A bankruptcy court may not allow the sale of property as ‘property of the estate’ 

without first determining whether the property is property of the estate.” In re Whitehall Jewelers 

Holdings, Inc., 2008 WL 2951974, at *4 (citations omitted). Courts in this District have 

consistently required adversary proceedings to resolve ownership disputes before a sale can 

proceed. Id. at *6; In re TSAWD Holdings, Inc., 565 B.R. at 295-96.   

55. Bankruptcy Rule 7001(2) provides that “a proceeding to determine the validity, 

priority, or extent of a lien or other interest in property” is an adversary proceeding. The Third 

Circuit has held that “when an adversary proceeding is required under Rule 7001(2), courts are not 

free to disregard the Rule.” SLW Capital, LLC v. Mansaray-Ruffin (In re Mansaray-Ruffin), 530 

F.3d 230, 236 (3d Cir. 2008). 

56. Critically, it is the Debtor’s burden to prove it owns the Form IP before this Court 

can authorize the sale of such assets, and that burden is a “heavy one.”  In re Whitehall Jewelers 

Holdings, Inc., 2008 WL 2951974, at *4 (citing In re Summit Global Logistics, Inc., No. 08-11566, 

2008 WL 819934, at *9 (Bankr. D.N.J. Mar. 26, 2008).  If the Debtor fails to carry this heavy 

burden, then Court is prohibited from authorizing the sale of the disputed property under 

Bankruptcy Code Section 363. Id. at *7 (denying the proposed sale of assets where ownership of 
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such assets was disputed and concluding that determination of ownership of such disputed assets 

must occur via an adversary proceeding, not a contested matter). 

G. The Successful Bidders Should Be Aware of Title Defects 

57. The successful bidder for the Dansk assets should be aware that it cannot acquire 

title superior to what Food52 holds.  See  Universal Bonding Ins. Co. v. Gittens & Sprinkle Enters., 

Inc., 960 F.2d 366, 372 (3d Cir. 1992). Because Food52 has no ownership interest in the Form 

Assets and Form IP, any purported transfer of that property to a successful bidder would be 

ineffective to convey title. 

58. Accordingly, any successful bidder would take the Danks assets subject to Form’s 

ownership claims and the ongoing Federal Action. Form reserves all rights to assert claims against 

any party that acquires the Form IP with notice of Form’s claims—and potential bidders 

unquestionably have such notice by virtue of this Objection. 

RESERVATION OF RIGHTS 

59.  Form reserves all rights with respect to the Sale Motion, the proposed sale, and 

these bankruptcy cases, including without limitation: 

(a) The right to supplement or amend this Objection; 
 

(b) The right to object to any treatment of the licensing agreements as executory 

contracts subject to assumption or rejection; 
 

(c) The right to seek relief from the automatic stay to continue prosecuting the Federal 

Action; 
 

(d) The right to assert administrative expense claims under Bankruptcy Code 503(b) 

arising from the Debtor’s willful post-petition use, sale, and advertising of the Form IP in 

violation of the DLA’s negative covenants and under the Lanham Act, 15 U.S.C. § 1125 

et seq.; 
 

(e) The right to object to any plan of reorganization or liquidation; 
 

(f) The right to assert claims against any party that acquires Form’s intellectual 

property with notice of Form’s ownership claims; and 
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(g) All other rights and remedies available at law or in equity. 
 

CONCLUSION 

WHEREFORE, for the foregoing reasons, Form respectfully requests that the Court sustain 

this Objection, deny entry of any order purporting to sell any of the Form Assets free and clear 

pursuant to the Sale Motion, and grant such other and further relief as the Court deems just and 

proper. 

.Dated: January 30, 2026  /s/ Brendan J. Schlauch 

            Wilmington, Delaware Brendan J. Schlauch (No. 6115) 

 RICHARDS, LAYTON & FINGER, P.A. 

 One Rodney Square 

 920 North King Street 

 Wilmington, DE 19801  

 Telephone: 302-651-7700 

 Facsimile: 302-651-7701 

 Email: schlauch@rlf.com 

 
 

 -and-  

  

 George R. Hinckley, Jr. (admitted pro hac vice) 

Christoph C. Heisenberg (admitted pro hac vice) 

HINCKLEY & HEISENBERG LLP 

445 Hamilton Avenue, Suite 1102 

White Plains, New York 10601 

Telephone: (212) 759-4933 

Facsimile: (212) 820-9790 

Email: cheisenberg@hinckley.org 

 george@hinckley.org  

 Counsel to Form Portfolios LLC 
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�
�����
���������
� �

klmn�opqroossqtuu����vwx�rp����yz{n|�ro}o~}op�����l�n�~s�w��r��Case 25-12277-LSS    Doc 160-1    Filed 01/30/26    Page 19 of 52



���

����

�����	
���
���	��	
���������	
��
����������������������� ��!���"#��$�%��&��!���'����(��&�%�#()����"�%�*�� ��+"���������##���� ��!(,�-.���+����"�%��!����!���/�"�,"��(���0���+���,����1!(�!�(��(,�"�*"���&�"�%��!�����,�++"�(���� ��!����"�,"��(��,������+*#"��%�!������"�%��!�����&�%������"�%�1(##����2��3"4���� #(���1(�!������,�#��(��"�)(�#"�(���������"�!�� &����%� "�#����%��&�"���*��)(,(���� ��!������( (�"���� �(����*��"�(��&���#"1,������!�����."�(5"�(��"#�%���+���,�� ���##��6�3�4���� #(���1(�!������,�#��(��"�+"���("#�)(�#"�(������+"���("#����"�!�� �"���*��)(,(���� �"���7"1����8�)���+���"#�$�%���"**#(�"�#�������##�������!��9���!",�%�-,,��,6�3�4����:�(����!�����,���&����(��������!���"��(������"���9��,�����%��&���� #(���1(�!&���,�#��(��"�)(�#"�(���������"�!�� &����,�(�����"�%� "�#�����"���)�����!"�&�1(�!����1(�!�������(������#"*,��� ��(+��������!&�1��#%����,�(�����"�%� "�#����%��&���,�#��(���!��"���#��"�(���� �������"���(��"���*"�����!���(.!�����"���#��"��&����+(�"��&�+�%( ������"���#�"���-,,(.��%�;����"������9��+(���!"��(,�+"���("#�����!���*��"�(���� ��!��<�,(��,,�1(�!���,*��������!��9���!",�%�-,,��,�"�%����1!(�!���##���(,�"�*"����������1!(�!���##���(,�����%�������1!(�!�"���� ��!��9���!",�%�-,,��,�"���,�������3(��#�%(�.�"���-,,(.��%�;����"��46�*��)(%�%��!"���!��;����"��,�,��� ���!�(������(���=>?@�� ��!��0(,�#�,������!�%�#�,�+"������"(��"��(A",,(.�+����*��)(,(��,�1!(�!&�"�,����������� ��!���"#��$�%���+(.!��*��!(�(��",,(.�+���&�*��)(%�%� ���!����!"���!��(��#�,(���� �"�;����"������".���+�����������(���=>?@�,!"##�����������,����%�",�"��"%+(,,(������"���*"�����!"��"���,��!�"��(A",,(.�+����*��)(,(��,�"����� ����"�#����%���"**#(�"�#���"�B��*����������A�"�B��*����#"16����3%4���,�#��(���!�����"�(������(+*�,(�(���� �"���C���+��"������!����!"��9��+(���%�C���+��"���,�����!��9���!",�%�-,,��,>��C'��*��",���:�(��%�(���������(���1(�!��!��<"�B��*����;",��"�%�",�,��� ���!��������(���=>?@�� ��!��0(,�#�,������!�%�#�,&�������,���&�"**��)"#&�9��+(�&�8�)���+���"#�$�%��&�%��#"�"�(������ (#(�.�1(�!&�������(�����&�"���8�)���+���"#�-��!��(���(,���:�(��%�������1(�!���,*���������##���(���������(���1(�!��!���'����(���"�%�%�#()����� ��!(,�-.���+�������"���� ��!����!���/�"�,"��(���0���+���,�"�%��!�����,�++"�(���� ��!����"�,"��(��,������+*#"��%�!������"�%��!�����>������	
���
��D�
E
��E����E��F�
�����GHIJKLML�NHJOLP�HQ�MRL�SLKKLTUP�VWX� (�"��("#�,�"��+���,����,(,�(�.�� �(�,��"#"����,!���,�",�� �0���+����@�&�Y?Y=�"�%�0���+����@�&�Y?Y@�"�%�MRL�TLKWMLZ�JTHQOM�W[Z�KHPP�PMWMLIL[MP�QHT�MRL�\LWTP�MRL[�L[ZLZ�VMRL�]-���"#�̂(�"��("#���"��+���,_X̀�"�%�3�4� (�"��("#�,�"��+���,����,(,�(�.�� ��!���"#"����,!����� ��!����##���",�� �a�)�+����@?&�Y?Yb�"�%��!����#"��%�*�� (��"�%�#�,,�,�"��+���,� ����!���#�)���3��4AIH[MR�JLTOHZ�MRL[�L[ZLZ�VMRL�]c����(+�(̂�"��("#���"��+���,̀_�W[Z�MHdLMRLT�eOMR�MRL�f[[gWK�hO[W[NOWK�SMWMLIL[MP̀�MRL�]̂(�"��("#���"��+���,_X�RWiL�jLL[�ZLKOiLTLZ�MH�kg\LTl��mRL�hO[W[NOWK�SMWMLIL[MP�RWiL�jLL[�JTLJWTLZ�O[�"����%"����1(�!�8--9&�"**#(�%����"����,(,������",(,��!���.!�����!��*��(�%,�(�)�#)�%>��/!��hO[W[NOWK�SMWMLIL[MP�WTL�jWPLZ�H[�MRL�SLKKLTUP�jHHnP�W[Z�TLNHTZP̀�W[Z�QWOTK\�JTLPL[M��!�� (�"��("#����%(�(���� ���##���"�%��!��<�,(��,,�",�� ��!��"**#(�"�#��%"��,�"�%��!����,�#�,�� ��!���*��"�(��,�� ���##���"�%��!��<�,(��,,� ����!��*��(�%,�(�%(�"��%>��/!���"#"����,!����� ���##���",�� �0���+����@�&�opoq�OP�TLQLTTLZ�MH�RLTLO[�WP�MRL�]<"#"�����!���_�W[Z�MRL�ZWML�MRLTLHQ�WP�MRL�]<"#"�����!����0"��_�W[Z�MRL�jWKW[NL�PRLLM�HQ�SLKKLT�WP�HQ�rHiLIjLT�sp̀�opot�OP�TLQLTTLZ�MH�RLTLO[�WP�MRL�]c����(+�<"#"�����!���_�W[Z�MRL�ZWML�MRLTLHQ�WP�MRL�]c����(+�<"#"�����!����0"��l_������	
���
u�vw��
���	����x�E�
��yE
z��{�|}�
���E
~��	
~���	
�����(�����!��c����(+�<"#"�����!����0"��&�"�%���!����!"��(���!����%(�"�������,��� ���,(��,,����,(,�����1(�!�*",��*�"��(��&��!����!",����������"��2��3"4��"���("#�-%)��,��C  ���6�3�4�+"���("#��!"�.��(��"���+��!�%�� �"������(�.����"������(�.�*�"��(���� ���##��6�3�4��'��*��1(�!���,*���������!��#!��,��"�%�0"�,B�c�)������&���"�, ��&�",,(.�+���&�,"#�������!���%(,*�,(�(���� �"���� ��!��9���!",�%�-,,��,�3(��#�%(�.�"##�c���##����"#�9��*����������!���(��"�.(�#��",,��,���#"��%������!��#!��,��"�%�0"�,B46�

���������������������������������������������������������������Case 25-12277-LSS    Doc 160-1    Filed 01/30/26    Page 20 of 52



���

����

������	�
����
�	�����	���
����������
��������
	��
	����
��
	��
�	������
�
������	���
�������	��
���
	���������
�����
�����
��
����
�
�	�����	���	������	�
��
 �
��������
��
��
���	������	�
������	��	�������
��������
�����
�����������
 �
����
����
��
������!���������
��	��"�	�#�$	�
	�������	��%�	�������������	�������
����
��
	�������	�����
�	������
��
�	����!
��
��������������
�����
	��	�������
����
��
	�&�'()*+,-�./01�23*(4+35�6,-*43)*7/����� !
��
�	�8&9:���������
�"
�������
�!��
���
���
�����
���������
�������
	��%�	��������
	����
	����
�	��
�������
�����

�������
�%�	������������

���
���
��
�	������
�����������
��
�
������
�
����
�
�	�
����	����	�����
	������
�	�������
����	�
�����

�������
�%�	����������
�;<��
�
���%�	������=>?�@ABCDE�AF�DG@H�AF�IHC@H�HGJD�KDDL�MDNCJDODM�PA�QRSDO�BOCAO�PA�PHD�MGPD�HDODAFT��
�� �	��%�	�������
	����
	������
���
��		������	�
�
���
�	�
	�
 �
������U
����V�����	��"��������WX9�999���	����
����
	�
�������
����		����
���	�
��
���
�������
	��������ICPHARP�YAOD�PHGL�Z[�MGSE\�LAPC@D]��

�� �	��%�	�������������
�
�����������������
�
����
���
�
������!
��
���������
�
�
	��	���
	
�������
	
�������
����	���
���	����
	��	���
������
����
��������
	���	���
�
�������
�
���


�� �	��%�	�������������
����
�����	�������
��������
�����
������������
����	������	���
���	�����	�����
�	���
��������
�����
�����������
�
�
	�
�������
�
�����
��������������
��	�������
��������
�����
�����
��� �	��%�	�������������
̂�
�
�!
��
�����
 ����
�
����������
������������
��������
����
̂�
�
�
	���������	��������������
��
�
�������	���
���	�����
���	���������	��
 ����
�
�������	���
���	�����
���	������� �	��%�	�����������
�
	�������	��_�
	���
	���
�������
�
�������	
���
��������
���
�
�������
�
������

�
	��
	����
	����̀
	�
���
	���
��

	���
�a��
	
����	���	�����
���
���	�� ��
�� �	��%�	��������
����	��b��
�	�
	����������
��������
���!
��
��
�����������	���
���
	�������
�a��
	
��������
��������
�����
������

���	��%�	��������
���<��
�
���%�����
����	��<��
�
���c
	������
	����
	���
�������
�
���
�	��%�	��������
����
	�����������	�������
�
	�
	������	��%�	��������
���
	�������
��
���
���
�	����		
�������������
���!
��
���
������

��������������


����%�	��������
������
����
��	�����
���������
�	������
���$	�
	�����
������
����	�� �
 �� �	�����
��%�	�����������	���������	�
�
	����������
����
�
��������
�a��
	
����������
	������	����
�������
��������
�����
��&����� �����<��
�
���%�	������
�����
���	���
	�
	���	�!
��
��
	��������	�
��
���
����
�����	��
��
	����������
��	��
��
��&��� �
�������
���������	�!
��
�	�8&9:���������
�"
�������
�!��
���
���	

��
��!
��
��	���������
�d	���
��
����!
��
����	�����
����������
�
���
��
	���
�����������
������

efgh�ijkliimmknoo����pqr�lj����stuhv�liwixwij����yfzh�xx�q{�l|}Case 25-12277-LSS    Doc 160-1    Filed 01/30/26    Page 21 of 52



���

����

������	
�����
��������
����������
���
��
�����
������������
���
����
������
�����������
����
�����
��
����������
���
�������
���
���
����
�����
������
����
����
���
���
������
�������
����������
�����
��
����������
���������
�����
���
����
�������
���
�����
�����
���������
��������
�����
����������
����
����
���
���
���
������������
�������
��
�������
��
���
�����
����
�������������
������
��
��
��
�������
�����
��
���������
��
����
��
��
�������
���
��
�������������������������
�������
����
�������
�����
���
����
����
���
���
���	����������
����
�����
��
����
����������
���������������������
�
����
�������������������
���������
���
�
��
�����
� �����
����
��������	!�� ��������"
������
���
�����#���������"
����	��� $����
��%��&	���
������"����
�����$��������������
����
��
�������
���
����
���������
��
��'
��
���(�����&��
��
������!�����
�)�����
�������*+,-./0�1234�5.-6+�-/�788+-82��$��9�����
�
������
�������
���
��
����������
������������
������ 
�:��������
���
����;������
������<�����
�����
�����������
�������
������
�������������=���
��
��
��$��

��
����
���"
��:��$�������
���

��
����
�����������
��
��
��
������
���
����������������
���
������>����
����?������	����������
���<���������
��>�
������
��
��������
�������
���������
����������
����#;�����
�������
����
��$����
��%��@�
������"����
�����$����������
��������>����
����?������	������������
���
��������������
�����������$�����������
������
��
��#������
������;������
��>���������#������
���������������
�:�
����������
������>����
����?����������������
����������
� ����������
������
��
��
���#������
����������
����
�����������
������$
���A������*+,-./0�123B�C/0D.-./0�E0D�*FGG.,.+0,H�/G�788+-82��#;������
������#;�������?�����������>����
����?�������
���������
���
������
��������������$�������
��
���������� ��������
�������������
���������*+,-./0�123I�J+E6�KL/M+L-H2���	
�� $�������
����
��
���
�����
����
���������	��� $�������
����
����
���
�����
����
������
�������
��������
����
��������
���������
����
������
��
�
���NO�P�
���
�������$��

��
����Q
�������P�
�����*+,-./0�12R3�CF8-/S+L8�E0D�T+0D/L82�	
�� $����
��%�U��
������"����
�����$���������������
����	
��
��
����
���
����
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Hinckley & Heisenberg LLP 
445 Hamilton Ave., Suite 1102  
White Plains, New York 10601 

cheisenberg@hinckley.org  Direct Tel.: (212) 845-9094 

 

         January 2, 2025 

 
 

BY EMAIL 

Michael R. Nestor, Esq. 

Young Conaway Stargatt & Taylor, LLP 

1000 N. King Street 

Wilmington, DE 19801 

 

 

Re: Food52, Inc., Case No. 25-12277 (Bankr. D. Del.) 

Dear Mr. Nestor: 

As you know from my telephone message to you, this firm represents Form Portfolios LLC 

(“Form”) in connection with protecting its rights related to Food52, Inc. (“Food52” or “Debtor-in-

Possession”). Those rights are contained in four agreements that are included in Food52’s first day 

motion for what the debtor described as Certain Executory Contracts. (Doc. 44).  The purpose of 

this letter is to provide notice of (1) existing legal actions against Food52 based on its mis-use of 

Form’s legal and intellectual property (“IP”) rights, (2) to demand that Food52 (now as the Debtor-

in-Possession) cease and desist from its post-petition continuing violations of Form Portfolios’ 

legal and IP rights, and (3) demand that Food52 cease and desist in any sale process that purports 

to include any assets that belong to Form.  

While Form will be filing its proof of claim, and objecting to the proposed sales, we reserve 

the right to seek appropriate relief before any transaction, including by injunction to enjoin Debtor-

in-Possession’s continued unauthorized sale of products in violation of Form’s rights, and prevent 

any sale of assets that purport to include Form’s assets. 

Background. 

Form and Food52 entered into three licensing agreements, and a side-agreement in 2023: 

the Form License Agreement on January 11, 2023 (“FLA”), the Support Participation Agreement 

on July 17, 2023 (“SPA”), and the Dansk License Agreement (June 16, 2023). The DLA was 

amended by a side-agreement in November 2023. The DLA included iconic mid-century 

Scandinavian designers, most notably Jens Quistgaard 

These agreements confirmed that Form has the exclusive right to manage and license the 

intellectual property rights in and to Licensed Designs and Licensed Trademarks, specifically 

including the Quistgaard intellectual property. Form granted Food52 limited rights to use that 

intellectual property owned or controlled by Form. 

Food52 materially breached these agreements in November 2023 by failing to pay the 

amounts owed. By a June 10, 2024 notice, Food52 itself then purported to terminate these 

agreements. In turn, on June 17, 2024 Form provided the contractually-required notices of breach 

to Food52, and demanded that Food52 cure those breaches. When Food52 failed to cure its 

breaches, Form commenced action in the United States District Court for the Eastern District of 
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New York, Form Portfolios LLC v. Food52, Inc., (No. 1:24-cv-07690-NCM-CLP) (the “Existing 

Litigation”), in which Form declared the agreements terminated, and sought (i) damages in excess 

of $20 million from Food52’s material breaches and repudiation, and, as a result of those 

termination of the licenses, (ii) asserted IP claims as the owner of specified IP that it now owns or 

manages.   

Section 11.1(b) of both the Form License Agreement and the Dansk License Agreement 

provides that upon termination, Food52 must “immediately cease all use of the [licensed 

intellectual property], including but not limited to all trademarks, designer names, product designs, 

and copyrights licensed hereunder.” The agreements further provide that “all rights granted to 

[Food52] under this Agreement shall immediately terminate and revert to [Form Portfolios]” upon 

any termination. 

Licensed Products are defined in section 1.5 of each license as meaning “the products or 

product types specified in the Appendices….”  The Appendices specified the “Licensed Products” 

by SKUs. Because Food52 continued selling these products, in violation of Form’s IP rights, the 

pending litigation asserts Lanham Act claims.  Those claims have been upheld by the E.D.N.Y.  

According to plaintiff, as of the date of the complaint, defendant continues to sell 

products covered by the DLA and continues to use various trademarks that plaintiff 

alleges are now owned by plaintiff, including the Jens Quistgaard name and the 

Kobenstyle registered trademark. 

Form Portfolios LLC, v. Food52, Inc., 2025 WL 3638165, at *3 (E.D.N.Y. 2025).  The Court 

refused Food52’s motion to dismiss the Lanham Act claim and the Declaratory Judgment claim 

confirming Form’s post-termination IP rights. Id., 2025 WL 3638165, at *12. 

The Form Assets Are Not Part of the Debtor’s Estate 

Despite this background, Debtor-in-Possession continues Food52’s violations of Form’s 

IP rights.  On its website, the now Debtor-in-Possession, continues to violate Form’s IP and 

property rights by offering the same products to which Food52 and Debtor-in-Possession has no 

ownership or license.  The sales also violate the post-termination covenants in the agreements. 

These are post-petition violations that give rise to claims against the Debtor-in-Possession. 

Further, it appears that the Debtor-in-Possession is attempting to sell Form’s assets in its 

Stalking-Horse Bid, purportedly “free and clear” of any interests.   

Section 4.07 Title to Assets. Subject to any defaults that may arise due to the filing 

of the Bankruptcy Case and except for the Inventory that will be sold in connection 

with the liquidation of Schoolhouse and Dansk, Seller has good and valid title to, 

or a valid leasehold interest in, all of the Purchased Assets (including all 

Intellectual Property or other intangible assets related thereto). Except as set forth 

on Section 4.07 of the Disclosure Schedules, all such Purchased Assets (including 

leasehold interests) are held by Seller free and clear of Encumbrances except for 

Permitted Encumbrances, it being acknowledged that the Purchased Assets will be 

transferred to Buyer free and clear of all Encumbrances pursuant to the terms of the 

Sale Order. 
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Schedule 4.11, not included in any filings, lists litigation impacting the rights. The apparent 

attempt to reject  the Form agreements without referencing that they have been terminated suggests 

that disclosure may not have been made. 

First, the Form Assets are not part of the Debtor’s Estate.  Form owns or controls the 

intellectual property that was licensed to Food52 under the three agreements. Food52 never 

acquired ownership of these rights; it received only a limited, non-exclusive license to use 

specified intellectual property for specified purposes during the term of the agreements. 

Second, Food52’s rights under the licensing agreements terminated in June 2024. Upon 

termination, all of Food52’s rights in the identified Licensed Products ceased. Pursuant to the 

express contractual provisions. Food52 retained no continuing right to use the Dansk intellectual 

property after termination. 

Third, the Bankruptcy Code does not alter this result. Under 11 U.S.C. § 541(a)(1), the 

bankruptcy estate comprises only “all legal or equitable interests of the debtor in property as of the 

commencement of the case.” Property that the debtor does not own cannot become property of the 

estate merely by virtue of a bankruptcy filing. The Supreme Court has made clear that “the estate 

cannot possess anything more than the debtor did outside bankruptcy.” Mission Product Holdings, 

Inc. v. Tempnology, LLC, 139 S. Ct. 1652, 1663 (2019). 

Fourth, even if the licensing agreements were still in effect (which they are not, having 

been terminated 18 months before the bankruptcy filing), rejection of an executory contract in 

bankruptcy “constitutes a breach” but “does not rescind” the contract or terminate rights already 

conveyed. Id. at 1658. Under Mission Product, a debtor-licensor’s rejection cannot “vaporize” the 

counterparty’s rights. Id. at 1661 (quoting Sunbeam Prods., Inc. v. Chi. Am. Mfg., LLC, 686 F.3d 

372, 377 (7th Cir. 2012)). Here, the relevant point is the inverse: a debtor-licensee cannot, through 

bankruptcy, claim ownership of intellectual property it merely licensed and then expand those 

rights beyond what the license granted. 

Fifth, while 11 U.S.C. § 365(n) protects licensees’ rights to continue using licensed 

intellectual property following rejection, it does not apply here because: (a) the agreements were 

terminated pre-petition, meaning there were no ongoing license rights to protect; and (b) § 365(n) 

protects licensees from licensor rejection, not the reverse scenario where a licensee-debtor attempts 

to claim ownership of the licensor’s IP. 

Sixth, Food52’s First Day Declaration states that Food52 “acquired Dansk Designs in 

2021.” This is incorrect. Food52 acquired certain physical assets and the right to use the Dansk 

trademark in connection with those assets. The intellectual property rights to the Quistgaard 

designs and related brand elements that Form Portfolios subsequently licensed to Food52 in 2023 

were never “acquired” by Food52—they were licensed, for a limited term, subject to payment 

obligations and reversion upon termination. 

Form’s Assets are Not Part of the Debtor’s Property 

Food52 cannot sell to America’s Test Kitchen ownership rights in intellectual property that 

Food52 does not own. Under 11 U.S.C. § 363(b), a debtor may sell “property of the estate.” The 

Bankruptcy Court has emphasized that while § 363(f)(4) permits sales free and clear of interests 
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that are in “bona fide dispute,” it “cannot authorize a sale of property that may not be owned by 

the Debtor at all.” In re Worcester Country Club Acres, LLC, Case No. 23-40446-EDK (Bankr. D. 

Mass. 2024). The statutory requirement that property sold under Chapter 11 must be “property of 

the estate” necessitates a prior determination of ownership rights where ownership is disputed. 

A purchaser at a bankruptcy sale acquires only such rights as the debtor possessed. If 

Food52 does not own the Dansk intellectual property, America’s Test Kitchen cannot acquire 

ownership through this transaction. Form Portfolios encourages America’s Test Kitchen to 

conduct thorough due diligence, including review of the 2023 licensing agreements and the 

pending EDNY litigation, before proceeding with any acquisition that includes Dansk brand assets. 

Food52’s Post-filing Continued Violations of Form’s IP 

As stated, Form has filed suit against Food52 based on its continued sale and use of IP 

owned by Form.  Those Lanham Act claims were affirmed in the recent decision.   

Despite this, Food52, now in a post-petition status as Debtor-in-Possession, continues to 

violate Form’s rights.  This gives rise to post-petition claim.  We demand that it immediately cease 

and desist offering those defined Licensed Products (a list of which is attached) 

Requested Information 

To evaluate whether the proposed sale implicates Form Portfolios’ intellectual property 

rights, we respectfully request a copy of the Asset Purchase Agreement (including all exhibits and 

schedules identifying the intellectual property to be conveyed) and any bidding procedures order 

that has been or will be filed with the bankruptcy court. 

Reservation of Rights 

Form Portfolios is not, through this letter, waiving any rights or remedies, including the 

right to seek relief from the automatic stay, to object to the proposed sale, or to pursue claims 

against parties who acquire Form Portfolios’ intellectual property with notice of Form Portfolios’ 

ownership claims. 

Please respond to this letter by January 5, 2026 so that we can resolve any issues prior to 

filing our opposition to the Sale Motion. 

Regards, 

 

 

Christoph Heisenberg 

Cc: Brynna Gaffney, Esq. 

       Elizabeth Soper Justison, Esq. 
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EXHIBIT C 

FORM IP SCHEDULE 

The following schedule identifies intellectual property subject to Form's ownership claims. This 
schedule is illustrative, not exhaustive, given the sweeping scope of the DLA's grant and reversion 
provisions, which covered “all designs in the Quistgaard Archive” and provided for reversion of 
“any trademark . . . adopted by Licensee in marketing Licensed Products.” The November 2023 
Amendment to the DLA further expanded the Licensed Designs to include additional Quistgaard 
designs and designs by other Licensed Designers managed by Form. 

I. DLA and Amendment

Design Category Description Notes 
Licensed Trademarks Jens Quistgaard, Steen Ostergaard and 

Robert Wengler 
DLA Appendix B 

Licensed Products Jens Quistgaard DLA Appendix A.1.a, b, 
c and d. 

Licensed Products Steen Ostergaard DLA Appendix A.2 
Licensed Products Robert Wengler DLA Appendix A.3 
Kobenstyle Enamelware Iconic mid-century enamel cookware 

including Dutch ovens, saucepans, and 
butter warmers 

Primary Licensed 
Products under DLA 

Rune Serveware Dinner plates, salad plates, luncheon plates, 
deep plates, bowls, mugs, serving plates, 
casseroles 

Per Amendment 
Attachment 1 

JQ Storage Collection Chair, Sling Lounge Chair, 6 Drawer 
Dresser, Nightstand, Large Desk, Dining 
Console, Media Console 

Per Amendment 
Attachment 1 

JQ Lighting Flush Mount, Table Lamp, Accent Lamp Per Amendment 
Attachment 1 

Wooden Work Wood canoe bowl, Wenge Salad Bowl w/ 
spoons, Wood Plate, Wood Napkin Rings 

Per Amendment 
Attachment 1 

Furniture Cart, Tray Side Table, Tray Coffee Table, 
Dining Table 

Per Amendment 
Attachment 1 

Decorative Items Glass candle holder, Flower Vases, 
Brass/Iron/Long Taper Holders, Peppermill, 
Fondue Pot, Wood Hurricanes 

Per Amendment 
Attachment 1 

Fjord Flatware Teak-handled stainless steel flatware Per DLA Appendix A 
Festivaal Flatware Stainless steel flatware line Per DLA Appendix A 
Teak Serving Pieces Various teak bowls, boards, and accessories Per DLA Appendix A 

Case 25-12277-LSS    Doc 160-3    Filed 01/30/26    Page 1 of 3



II. Other Licensed Designer IP (Amendment Attachment 1) 
 
The November 2023 Amendment added designs by the following Licensed Designers: 
 
Designer Collection/Design Items 
Ilkka Suppanen Home Collection, Uomo Series Koti Coat Rack, Containers, Drum 

Side Tables, Pukki Dining Table, 
Slatted Shelf, Table Stands, Wood 
Sofa 

Carl Magnusson Teton Collection, Via Dezza Lounge Chair, Sofa, Sectional, 
Coffee Table, Side Table, Dining 
Chair, Dining Table, Chaise 
Lounge, Bench, Tables 

Jakob Thau Seating Pindestol Arm Chair, Human 
Dining Chair 

Hans Thyge Blossom Collection Display Cabinet, Credenza, 
Dressers, Coffee Tables, Modern 
Sofa, Sectional Sofa 

GamFratesi Emperial, Audience, Deco, Mary 
Collections 

Loveseat Sofa, Lounge Chairs, 
Dining Chairs, Coffee Tables, Side 
Tables, Dining Tables 

Jens Risom Seating U.302 Easy Chair, U.416 Low 
Side Chair/Slipper Chair 

Larsen & Bender Madsen Seating Rounding Sofa, Wood Frame Low 
Sofa, Cane Arm Chair, Cane 
Stool/Ottoman, Round Lounge 
Chair 

Marquarden & Okamura Seating Model 84 Lounge Chair & Sofa, 
Leather Sofa 

Jonas Wagell Upholstered Seating Upholstered Armchair, 
Upholstered Sofa 

Andreas Hansen Lighting Falcon Lamp (pendant, table lamp, 
floor lamp, minis) 

Additional Designers Textiles, Art, Rugs Plain Weavers, Leise Dich 
Abrahamsen, Kim Naver, Hanna 
Werning, Rikke Frost 

III. Trademarks and Trade Dress 
 
Mark/Trade Dress Description Basis for Claim 
KOBENSTYLE Word mark for enamelware 

products 
DLA § 7.3 reversion 

Quistgaard Name “Jens Quistgaard” or “Quistgaard” DLA Licensed Trademark; 
reverted upon termination 

JHQ Signature Quistgaard's signature mark DLA Licensed Trademark; 
reverted upon termination 

Quistgaard Likeness Photographs and images of Jens 
Quistgaard 

DLA Licensed Trademark; 
reverted upon termination 
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Other Designer 
Names/Likenesses 

Names, likenesses, signatures, 
logos and initials of designers 
added per Amendment 

Amendment § 2; reverted upon 
termination 
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EXHIBIT D 

Food52’s June 10, 2024 Termination Letter 
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300 S. Grand Avenue, Suite 2600 
Los Angeles, CA 90071 

Telephone:  213-485-1500 
Fax:  213-485-1200 
www.lockelord.com 

 
Katy D. Spillers 

Direct Telephone:  213-687-6742 
Direct Fax:  213-341-6742 

katy.spillers@lockelord.com 

 

 

June 10, 2024 

Via Certified Mail and Email (rdooley@mccormickdooleylaw.com) 

Rosemary L. Dooley, Esq. 
McCormick & Dooley PLLC 
10-01 50th Avenue, 3rd Floor 
Long Island City, New York 11101 

Re: Termination of Agreements 

Dear Rosemary, 

As you know, our firm is legal counsel to Food52, Inc (“Food52”). This letter constitutes formal 
notification to Form Portfolios LLC (“Form”) that Food52 is immediately terminating the 
following: 

• the Dansk License Agreement, as amended, with an Effective Date of July 1, 2023 (the 
“Dansk License”); 

• the Support and Participation Agreement with an Effective Date of July 17, 2023 (the 
“SPA”); and 

• the Form License Agreement, as amended, with an Effective Date of January 11, 2023 
(the “Form License” and collectively with the SPA and Dansk License, the 
“Agreements”). 

Form has materially and continuously breached the Agreements. The conduct and 
circumstances leading to this termination are well known to Form and have been the subject of 
extensive discussions between representatives of Form and Food52 since as early as January 
17, 2024, including numerous e-mails and telephone calls among Erika Ayers Badan, George 
Wells and Mark Masiello, and Locke Lord and your firm. 

Examples of Form’s breach of the Agreements including the following: 

(a) Under the Dansk License, Form is in breach of Part 10 – Representations, 
Indemnification and Insurance for breach of its representation that it owns the Form IP or  
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(b) has the right to license the Licensed Designs. The Licensed Designs are owned by 
Food52 by virtue of its acquisition of all intellectual property from Lenox Corp. and due to 
the continuous use and sale of such designs under the DANSK and KOBENSTYLE 
marks for decades.   

(c) Under the SPA, Form is in breach of Part 3 – Creation of Products for the Dansk 
Collection; Representations of the Parties for failure to perform its obligations as 
“Creative Director” under Section 3.2 (as specified on Appendix B) of providing 
“historical knowledge about each Licensed Design . . .” This obligation certainly includes 
historic knowledge of what intellectual property governs these designs, which Form has 
refused to provide.    

Form is also in breach of its representation in Section 3.4.1 with respect to Form having 
the “necessary power and authority to own, license . . . and/or use . . . intellectual 
property or other tangible or intangible assets necessary to fulfill its obligations under 
this SPA.”  

Both the SPA and Dansk License were entered into without Food 52 Board approval (or 
involvement of legal counsel). It is clear in both the SPA and Dansk License that the 
parties made certain incorrect assumptions concerning the prior design agreements with 
the Quistgaard family and ownership of the intellectual property rights. For example, the 
Dansk License states that “certain Quistgaard designs [] were previously licensed” 
(emphasis added) pursuant to certain prior agreements, including the 1992 Design 
Agreement (with Jens Quistgaard) and the 2012 Design Agreement (with Qubra) and 
their respective amendments (collectively, the “Design Agreements”). The Design 
Agreements are not licenses, but assignments of all designs. Neither Quistgaard nor 
Qubra own any rights whatsoever to the designs under the Design Agreements. In fact, 
Quistgaard and Qubra assigned all right, title and interest in such designs to Food52’s 
predecessor-in-interest.  

In addition, Section 7.1 of the SPA states that “Form and Food52 acknowledge and 
agree that the New License Agreement [as defined therein to mean the Dansk License] 
is fundamental to the transactions contemplated by this SPA and that they would not 
have entered into this SPA without also entering into the New License Agreement.”  
Since Form is in uncurable breach of the Dansk License for failure to own the Form IP 
and having no right to license the Licensed Designs, the SPA further is terminated for 
failure of its essential purpose. 

(d) Under the Form License, Form is in breach of Part 6 – Branding and Support Services 
for failing to provide historical knowledge about each Licensed Design and failing to 
“research, develop and prepare, and/or deliver existing sketches, drawings, notes, . . . 
for the manufacture, marketing, merchandising, distribution and sale of Licensed 
Products” under Section 6.1. Furthermore, Form is in breach of Part 10 – 
Representations, Indemnification and Insurance for failure to own rights in certain 
Licensed Designs.  
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(e) Notwithstanding Food52’s right to sell-off remaining inventory of Licensed Products 
under Section 11.2(d) of the Form License, Food52 offers to deliver to Form the 
inventory of Licensed Products that it has on hand as of today’s date. Otherwise, 
Food52 will destroy the inventory of Licensed Products.  

As you know, Food52 owns the worldwide right, title, and interest in the trademarks surrounding 
the Dansk collection, including the DANSK and KOBENSTYLE trademarks. Form’s continued 
use of any of Food52’s trademarks and trade dress will cause consumers to believe mistakenly 
that Form is affiliated with or endorsed by Food52. Food52 therefore demands that Form 
immediately discontinue all use of the DANSK and KOBENSTYLE trademarks, as well as any 
mark, logo, and design owned by Food52 concerning the Dansk collection.  

Food52 does not believe that there is any “Confidential Information,” as defined under the 
Agreements, in the hands of Food52. If you believe any such information exists and is still held 
by Food52, please notify us immediately and we will work to address your concerns. 

It’s unfortunate that Form has been unwilling to work with Food52 to resolve this dispute.  While 
Food52 is exercising its rights under the Agreements, as a sign of good faith, Food52 is also 
enclosing a check in the amount of $102,675.80 (“Payment’), which accounts for payments 
Food52 (as successor of the rights) owes the Quistgaard family under the Design Agreements 
for sales of products post-termination of the Design Agreements, as well as any amounts owed 
by Food52, if applicable, for Mergentime design products sold that are covered by the Form 
License.  In addition, this Payment covers any Food52 pre-approved costs for work completed 
by third parties to date. 

Food52 hereby reserve the right to pursue any and all legal remedies, including seeking 
monetary damages, statutory penalties and legal fees as well as injunctive relief, under both law 
and equity that they may have with respect to Form’s breach of the Agreement or any future 
actions.  

Sincerely, 
 

 
Katy Spillers 
 
cc: Mark J. Masiello (via email mm@Formportfolios.com and Certified Mail) 

Erika Ayers Badan (via email) 
Amanda Hesser (via email) 
George Wells (via email) 
Michael Kerns (via email) 
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E.D.N.Y. Order Denying Motion to Dismiss (Dec. 16, 2025)
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF NEW YORK 
 
 
FORM PORTFOLIOS LLC,  
 

Plaintiff, 
 

– against –  
 
FOOD52, INC.,  
 

Defendant. 
 

 
 
 
 

MEMORANDUM & ORDER 
24-cv-07690 (NCM) (CLP) 

 
NATASHA C. MERLE, United States District Judge: 
 

Plaintiff Form Portfolios LLC sues defendant Food52, Inc. related to an intellectual 

property dispute over designs for cookware and homegoods. Defendant now moves to 

dismiss plaintiff’s complaint pursuant to Rule 12(b)(6) of the Federal Rules of Civil 

Procedure for failure to state a claim and Rule 12(b)(1) for lack of subject matter 

jurisdiction. For the reasons discussed below, defendant’s motion is GRANTED in part 

and DENIED in part.  

BACKGROUND 

When individuals and companies create unique designs for consumer products, 

those designs can become valuable intellectual property. Plaintiff is a company founded in 

2016 that owns and manages these types of designs. Compl. ¶ 1. The company engages in 

partnerships with other companies that are interested in licensing the designs that plaintiff 

owns or manages and selling products based on these designs. Compl. ¶ 1. Defendant is a 

company that makes and sells cookware and other homegoods under the brand Dansk. 

Compl. ¶¶ 2, 13. Plaintiff and defendant used to be collaborators, but now are involved in 

a dispute arising out of their former collaboration. 
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I. Jens Quistgaard and the Dansk Brand 

In 2021, defendant acquired Dansk, an iconic Scandinavian kitchenware brand 

founded in the 1950s. Compl. ¶ 2. Dansk is known for products designed by Jens 

Quistgaard, a Danish designer. Compl. ¶ 17. Quistgaard was the chief designer for Dansk 

from the 1950s to the 1980s. Compl. ¶ 18. After Quistgaard was no longer Chief Designer 

for Dansk, Quistgaard continued to develop designs for kitchenware on his own. 

Compl. ¶ 19. In 1992—long before defendant acquired Dansk—Dansk and Quistgaard 

entered into a contractual arrangement (“the 1992 Design Agreement”) for Dansk to have 

the opportunity to purchase designs that Quistgaard continued to invent. Compl. ¶ 19. 

Under the agreement, Quistgaard would continue to submit designs to Dansk, which had 

the right to accept or reject the designs. Compl. ¶ 19. Quistgaard retained all rights for 

designs not accepted by Dansk. Compl. ¶ 19. The 1992 Design Agreement provided Dansk 

with a limited license to utilize Quistgaard’s distinctive and famous name, signature, 

biographical data, photograph and/or likeness on the accepted designs. Compl. ¶ 20.  

Quistgaard died in 2008, leaving intellectual property he personally owned to his 

heirs (“the Quistgaard Family”). Compl. ¶ 21. The Quistgaard Family set up a company 

called Qubra ApS (“Qubra”) to own and manage the family designs. Compl. ¶ 21. The 

complaint refers to these family-owned designs as the “Quistgaard archives.” Compl. ¶ 41. 

In 2012—still years before defendant entered the picture—Dansk and Qubra 

entered into a new agreement (“the 2012 Design Agreement”). Compl. ¶ 21. The 2012 

Design Agreement provided Dansk a right of first refusal to certain archival designs owned 

by Qubra that had not been marketed by Dansk under the 1992 Design Agreement. 

Compl. ¶ 22. The 2012 agreement again provided Dansk a limited license to utilize 

Quistgaard’s name, initials, signature, biographical information, and likeness for 
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promotional materials for the additional accepted designs. Compl. ¶ 23. The 2012 Design 

Agreement had an initial term of 10 years and expired in 2022. Compl. ¶ 24.  

II. Plaintiff’s and Defendant’s Business Collaboration 

Defendant acquired Dansk in 2021. Compl. ¶ 27. In January 2023, plaintiff and 

defendant entered into a contract known as the Form License Agreement (“FLA”), under 

which defendant would pay plaintiff specified amounts, and in exchange, defendant would 

be permitted to make and sell products based on certain designs owned or managed by 

plaintiff of three noted designers: Ilkka Suppanen, Bill Curry, and Marguerita Mergentime. 

Compl. ¶¶ 34–37. 

In 2023, defendant also sought to gain access to certain designs by Quistgaard that 

were owned by the Quistgaard Family. Compl. ¶¶ 41–43. Defendant asked plaintiff to act 

as an intermediary between defendant and the Quistgaard Family because of plaintiff’s 

expertise working with the heirs of designers. Compl. ¶ 44. Plaintiff spoke with the 

Quistgaard Family, who agreed to permit plaintiff to negotiate the Quistgaard Family’s 

rights with Dansk. Compl. ¶ 45. In May 2023, plaintiff and Qubra entered into a 

collaboration agreement (the “Collaboration Agreement”). Compl. ¶ 45. The Collaboration 

Agreement granted plaintiff the exclusive right to negotiate with defendant, on Qubra’s 

behalf, a new license agreement that would replace the 1992 and 2012 Design Agreements. 

Compl. ¶ 45. The Collaboration Agreement makes plaintiff Qubra’s legal representative 

and grants plaintiff the right to take action to terminate unauthorized use of Quistgaard’s 

trademarks. Compl. ¶ 45.  

Once the Collaboration Agreement between Qubra and plaintiff was in place, 

plaintiff and defendant entered into an arrangement under which plaintiff would license 

Qubra’s intellectual property to defendant and also provide creative consulting services. 
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Compl. ¶¶ 47, 61. This arrangement was memorialized via two written contracts. Compl. 

¶¶ 53, 62.  

The first written contract, finalized on July 17, 2023, was known as the Support and 

Participation Agreement (“SPA”). Compl. ¶¶ 48, 53, 55. The SPA stated that plaintiff and 

defendant “desire to commence an ongoing collaboration in order to create a collection of 

Scandinavian design products for the entire home under the Dansk brand using both 

existing [defendant] designs and [plaintiff] designs.” Compl. ¶ 55.1 The SPA stated that this 

“collection of existing and newly-created Dansk-branded products” would be known as 

“the Dansk Collection.” Compl. ¶ 55. The SPA also specified that plaintiff would “license 

certain designs to [defendant], create certain designs for [defendant] and be the primary 

provider to [defendant] of valuable development and support services in creating and 

marketing of the Dansk Collection.” Compl. ¶ 55. Under the SPA, plaintiff was entitled to 

receive a base fee of $100,000 per quarter plus 15% of the gross profits of the first $100m 

in sales of all Dansk Collection products. Compl. ¶¶ 56 – 57.  

The SPA contemplated that plaintiff and defendant would enter into a separate 

license agreement to replace the 1992 and 2012 Design Agreements and provide defendant 

with rights to designs in the Quistgaard archives. Compl. ¶ 59. The SPA acknowledged that 

“[defendant] owns the heritage brand ‘Dansk’ and licenses certain designs used by Dansk 

pursuant to various intellectual property licenses, including but not limited to designs by 

Jens Quistgaard/Qubra . . . referred to collectively as the ‘Existing License Agreements’.” 

Compl. ¶ 60. The SPA then stated that the parties intended to negotiate a new license 

agreement by which “(i) certain of the Existing License Agreements pertaining to designs 

 
1 Throughout this Order, the Court omits all internal quotation marks, footnotes, and 
citations, and adopts all alterations, unless otherwise indicated. 
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by Jens Quistgaard and/or Qubra that are exclusively managed by [plaintiff] shall be 

consolidated and updated (with respect to date, duration, price and other terms), and (ii) 

[plaintiff] will license numerous additional designs created by Jens Quistgaard and . . . 

other designers, and trademarks related to such designers, to [defendant].” Compl. ¶ 61. 

The second agreement that plaintiff and defendant entered into, titled the Dansk 

License Agreement (“DLA”), consummated the intention that the parties had expressed in 

the SPA to enter into a separate license agreement. See Compl. ¶ 62. The DLA 

acknowledged that defendant “owns the heritage brand ‘Dansk’, selling . . . products using 

certain Quistgaard designs that were previously licensed pursuant to the Prior Agreements 

(as hereinafter defined).” Compl. ¶ 63. The DLA defines “Prior Agreements” as the 1992 

Design Agreement and the 2012 Design Agreement. Compl. ¶ 64. The parties intended that 

the DLA would constitute a uniform and sole agreement with respect to individuals 

referred to as the “Licensed Designers.” Compl. ¶ 65. Specifically, the DLA stated that 

“[defendant] acknowledges and agrees that (i) [the DLA] supersedes and replaces the Prior 

Agreements and the Prior Agreements are of no further force or effect; (ii) other than the 

license to the Licensed Designs granted to [defendant] pursuant [the DLA], [defendant] 

holds no other rights with respect to designs or other intellectual property of the Licensed 

Designers.” Compl. ¶ 65. The agreement specified that Jens Quistgaard was one of the 

Licensed Designers. Compl. ¶ 66. The agreement also specified that “Licensed Designs” 

refers to “all designs . . . furnished by [plaintiff] to [defendant] hereunder relating to the 

design of the product or products identified in The Appendices” and “consists of Appendix 

A.1a (Quistgaard currently in production as of the Effective Date), Appendix A.1b 

(Quistgaard on order and in development Kobenstyle), Appendix A.1c (Quistgaard all 
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remaining table top designs), [and] Appendix A1.d (Quistgaard furniture).” Compl. ¶¶ 67–

68.  

The DLA also included provisions about what would occur upon its termination. 

The DLA states that “[u]pon termination of the Agreement for any reason, . . . [defendant] 

agree[s] that thereafter it will (i) cease and no longer make, have made, use, offer to sell or 

sell Licensed Products; and (ii) cease using Licensed Trademarks for any purpose.” 

Compl. ¶ 71. The DLA also states that “[a]ny trademark, other than [defendant]’s house 

mark or brand, that is adopted by [defendant] in marketing Licensed Products in addition 

to a Licensed Trademark that becomes associated exclusively with any or all Licensed 

Products as a result of such marketing, shall revert to [plaintiff] upon termination of this 

Agreement for any reason.” Compl. ¶ 72. The DLA Appendices specified the “Licensed 

Products” by SKUs and with photographs. Meanwhile, the DLA specified that “Licensed 

Trademarks” are “set forth in Appendix B attached hereto and shall include the name of 

the designer in question, their likenesses, signatures, logos and initials for use in 

connection with the promotion, advertising, marketing and sale of Licensed Products.” 

Compl. ¶ 101.  

III. Defendant’s Alleged Breach and Termination 

In December 2023, defendant underwent a change in leadership and began 

pivoting away from aspects of its planned expansion of the Dansk brand. Compl. ¶ 3. 

Defendant sought to renegotiate the fees that it was paying to plaintiff, but plaintiff did not 

consent to lower the agreed-upon fees. Compl. ¶ 88. Around this same time, defendant 

unilaterally ceased making payments to plaintiff, including royalties and licensing 

payments that exceeded $610,000 as of the date of the complaint. Compl. ¶ 84. On 

June 10, 2024, defendant sent a letter to plaintiff purporting to terminate the DLA, 
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the SPA, and the FLA. Compl. ¶ 89. The letter asserted that defendant had been under 

“incorrect assumptions concerning the prior design agreements with the Quistgaard 

family and ownership of the intellectual property rights.” Compl. ¶ 90. The letter also 

stated—falsely, according to plaintiff—that the FLA, SPA, and DLA were not reviewed by 

defendant’s lawyers and not approved by its Board. Compl. ¶ 91. 

According to plaintiff, as of the date of the complaint, defendant continues to sell 

products covered by the DLA and continues to use various trademarks that plaintiff alleges 

are now owned by plaintiff, including the Jens Quistgaard name and the Kobenstyle 

registered trademark. Compl. ¶¶ 104–10. 

IV. The Instant Suit 

On November 4, 2024, plaintiff brought the instant suit against defendant. 

Compl. 43.2 The complaint raised seven claims: (1–3) breach of contract of the SPA, DLA, 

and FLA; (4) registered trademark infringement under Section 32 of the Lanham Act; (5) 

false association, false advertising, and trademark dilution under Section 43 of the 

Lanham Act; (6) Declaratory Judgment Act; and (7) accounting. Compl. ¶¶ 116–92. The 

complaint asserts that the Court has federal question jurisdiction over the Lanham Act and 

Declaratory Judgment Act claims and supplemental jurisdiction over the contractual 

claims. Compl. ¶ 10.  

In March 2025, defendant moved to dismiss the entire suit, arguing that the federal 

claims could not survive challenge under Rule 12(b)(6), and that without a valid federal 

claim in the case, the state law claims must be dismissed for lack of subject-matter 

 
2  Throughout this Order, page numbers for docket filings refer to the page numbers 
assigned in ECF filing headers. 
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jurisdiction under Rule 12(b)(1). See Def.’s Mem. of Law in Supp. of Mot. to Dismiss 

(“Mot.), ECF No. 21-1. Plaintiff filed an opposition. See Pl.’s Mem. of Law in Opp’n to Mot. 

to Dismiss (“Opp’n”), ECF No. 22. Defendant filed a reply. See Def.’s Reply Mem. of Law 

in Supp. of Mot. to Dismiss (“Reply”), ECF No. 23. 

LEGAL STANDARD 

When deciding a motion to dismiss, a district court must “accept[] all factual claims 

in the complaint as true, and draw[] all reasonable inferences in the plaintiff's favor.” Lotes 

Co. v. Hon Hai Precision Indus. Co., 753 F.3d 395, 403 (2d Cir. 2014). “The issue” on a 

motion to dismiss “is not whether a plaintiff will ultimately prevail” but instead whether a 

plaintiff is “entitled to offer evidence to support the claims.” Sikhs for Just. v. Nath, 893 F. 

Supp. 2d 598, 615 (S.D.N.Y. 2012). Accordingly, dismissal is only appropriate if “it appears 

beyond doubt that the plaintiff can prove no set of facts which would entitle him or her to 

relief.” Sweet v. Sheahan, 235 F.3d 80, 83 (2d Cir. 2000). At the same time, plaintiff must 

allege sufficient facts to “nudge[] their claims across the line from conceivable to 

plausible.” Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007). Conclusory 

allegations and legal conclusions masquerading as factual conclusions do not suffice to 

prevent a motion to dismiss. Nwaokocha v. Sadowski, 369 F. Supp. 2d 362, 366 (E.D.N.Y. 

2005) (quoting Smith v. Local 819 I.B.T. Pension Plan, 291 F.3d 236, 240 (2d Cir. 2002)). 

DISCUSSION 

Defendant argues that each of plaintiff’s three federal law claims is deficient and 

must be dismissed. Mot. 5; Reply 5. The motion further argues that without a valid federal 

claim in the case, the remaining claims must be dismissed for lack of subject-matter 

jurisdiction. Mot. 5; Reply 5. The federal law claims raised in the complaint are Count IV 

(Section 32 of the Lanham Act), Count V (Section 43 of the Lanham Act), and Count VI 

Case 1:24-cv-07690-NCM-CLP     Document 39     Filed 12/16/25     Page 8 of 26 PageID #:
323

Case 25-12277-LSS    Doc 160-5    Filed 01/30/26    Page 9 of 27



 

9 

(Declaratory Judgement Act). The Court considers defendant’s arguments for dismissing 

each count. 

I. Plaintiff’s Claim Under Section 32 of the Lanham Act (Count IV) 

Plaintiff’s fourth claim alleges that defendant has violated Section 32 of the Lanham 

Act, 15 U.S.C. §§ 1114, 1116–1118. Compl. ¶ 161. Specifically, plaintiff alleges that the 

termination of the DLA transferred ownership of the Kobenstyle trademark from 

defendant to plaintiff and that defendant’s continued use of the trademark following this 

transfer constitutes unlawful infringement of a registered trademark. Compl. ¶¶ 156–59.  

Section 32 is a statute under federal trademark law that allows the owner of a 

federally registered trademark to initiate lawsuits against parties who use the owner’s 

trademark without permission. The statute specifies that anyone who “without the consent 

of the registrant . . . use[s] in commerce any reproduction, counterfeit, copy, or colorable 

imitation of a registered mark in connection with the sale . . . or advertising of any goods 

[in a manner] likely to cause confusion [or] mistake . . . shall be liable in a civil action by 

the registrant.” 15 U.S.C § 1114(1). Under Section 32, “the owner of a mark registered with 

the Patent and Trademark Office can bring a civil action against a person alleged to 

have used the mark without the owner’s consent.” ITC Ltd. v. Punchgini, Inc., 482 F.3d 

135, 145–46 (2d Cir. 2007). 

The registered trademark that plaintiff alleges defendant is using without its 

authorization is the Kobenstyle trademark. Compl. ¶¶ 106, 154–56. Kobenstyle refers to a 

specific line of cookware. Compl. ¶¶ 106, 154–56. The Kobenstyle trademark was 

registered with the U.S. Patent and Trademark Office by Dansk on April 16, 2013 and 

assigned registration number 4320909. Compl. ¶ 155. As of the date of the complaint, 
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defendant’s website lists for sale many items bearing the Kobenstyle trademark, such as 

the “Kobenstyle Cornflower 1 Qt. Saucepan” for $72.00. Compl. ¶¶ 105–06.  

Count IV is at bottom a dispute over which party currently owns the Kobenstyle 

trademark. Both parties agree that this trademark was initially owned by Dansk in 2013 

and subsequently became owned by defendant when defendant purchased Dansk in 2021. 

Compl. ¶¶ 2, 27, 155; Mot. 6–7. Plaintiff argues, however, that the DLA included a 

provision—Section 7.3—that transferred ownership of the Kobenstyle trademark to 

plaintiff upon the DLA’s termination. Compl. ¶¶ 156–58. Section 7.3 states that “any 

trademark, other than Licensee’s house mark or brand, that is adopted by Licensee 

[Dansk] in marketing Licensed Products in addition to a Licensed Trademark that 

becomes associated exclusively with any or all Licensed Products as a result of such 

marketing, shall revert to Form upon termination of this Agreement for any reason.” 

Compl. ¶ 157. The complaint alleges that the Kobenstyle trademark has become “associated 

exclusively with any or all of the DLA’s Licensed Products as a result of Dansk’s 

marketing.” Compl. ¶ 154. And the complaint alleges that because the DLA has terminated, 

“the right to the ‘Kobenstyle’ trademark has reverted to Form upon that termination.” 

Compl. ¶ 158. Implicit in this allegation is that the Kobenstyle trademark is encompassed 

by the DLA’s reference to “any trademark” and that the Kobenstyle trademark is not 

“[defendant]’s house mark or brand.” Compl. ¶ 157. The complaint further asserts that, 

now that plaintiff owns the Kobenstyle trademark, defendant’s continued sale of 

Kobenstyle products constitutes infringement of a registered trademark now owned by 

plaintiff. Compl. ¶¶ 159–61.  

Defendant argues that the Section 32 claim must be dismissed because plaintiff’s 

complaint does not successfully allege that plaintiff owns the Kobenstyle trademark. 
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Mot. 10. To have standing to sue for registered trademark infringement under the Lanham 

Act, a plaintiff must demonstrate that it owns (i.e. is the “registrant” of) the registered 

mark in question. See 15 U.S.C. § 1114(a); Fed. Treasury Enter. Sojuzplodoimport v. SPI 

Spirits Ltd., 726 F.3d 62, 72 (2d Cir. 2013). Defendant offers several reasons why it believes 

ownership of the trademark has not transferred to plaintiff despite the termination of the 

DLA.  

Looking to the text of the DLA, defendant notes that Section 7.3 refers to 

circumstances where trademarks will “revert” to plaintiff and argues that the parties’ 

choice of this word necessarily excludes the Kobenstyle mark because plaintiff never 

owned the Kobenstyle mark to begin with. Mot. 11. The word “revert” means “to return to” 

or “to go back to.” See Revert, Merriam-Webster, https://www.merriam-

webster.com/dictionary/revert [https://perma.cc/85UH-3VUK]; see also Revert, Oxford 

English Dictionary, https://www.oed.com/dictionary/revert_v [https://perma.cc/GLH8-

Q896] (“Of an estate: to return to the original owner, or to his or her heirs, after the expiry 

of a grant.”). This word would seem most apt in relation to a piece of intellectual property 

that had previously been owned by the party to whom the intellectual property is reverting. 

That would make sense, for example, if Section 7.3 referred to intellectual property that 

plaintiff had owned prior to the DLA, that plaintiff was transferring to defendant upon the 

consummation of the DLA, and that would “go back to” plaintiff in the event of the 

termination of the DLA. Defendant points out that plaintiff never owned the Kobenstyle 

trademark prior to the initiation or termination of the DLA, so it would not have made 

sense for the parties to use the word “revert” if they meant to refer to trademarks like the 

Kobenstyle mark rather than just marks that had passed from plaintiff to defendant. 
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This argument may be meritorious at summary judgment or trial. However, at the 

motion to dismiss stage, the Court must accept plaintiff’s allegations as true and “should 

resolve any contractual ambiguities in favor of the plaintiff.” Subaru Distribs. Corp. v. 

Subaru of Am., Inc., 425 F.3d 119, 122 (2d Cir. 2005). Section 7.3 is not a model of clarity, 

but notably, it states that certain trademarks are exempt from “revert[ing]” to plaintiff—

namely, “Licensee’s house mark or brand.” Compl. ¶ 157. Presumably, defendant’s “house 

mark or brand”—likely encompassing the trademark “Food52” or “Dansk”—was not 

previously owned by plaintiff. Thus including the language “other than Licensee’s house 

mark or brand” in the sentence “[a]ny trademark, other than Licensee’s house mark or 

brand, that is adopted by Licensee in marketing . . . shall revert to [plaintiff] upon 

termination of [the DLA]” could be interpreted as the parties intending the word “revert” 

to apply to marks regardless of whether the mark had been previously owned by defendant. 

At this stage, the Court is not determining whether Section 7.3 actually transferred 

ownership of the Kobenstyle mark—the Court is merely determining whether the 

complaint’s assertion that Section 7.3 transferred ownership of the mark is “plausible.” 

Twombly, 550 U.S. at 570. Given the inclusion of the language “other than Licensee’s 

house mark or brand,” the Court does not find it outside the realm of plausibility that 

“revert” covers trademarks beyond those that plaintiff previously owned, like the 

Kobenstyle mark.  

Defendant also raises a statutory argument that ownership of the Kobenstyle mark 

has not transferred to plaintiff. Defendant contends that even if Section 7.3 is 

appropriately understood as an attempt to transfer the Kobenstyle mark, Section 7.3 fails 

to actually transfer ownership because the provision is a prohibited “in gross” transfer of 
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trademark rights. Mot. 10. To understand this argument, it helps to begin with first 

principles.  

A trademark is a sign—such as a word, name, or symbol—that a business uses to 

identify and distinguish its goods from goods manufactured or sold by others. 15 U.S.C. 

§ 1127. “[E]very trademark’s primary function is to identify the origin or ownership of the 

article to which it is affixed.” Jack Daniel’s Props., Inc. v. VIP Prods. LLC, 599 U.S. 140, 

145–46 (2023). In other words, “a mark tells the public who is responsible for a product.” 

Id. at 146. For example, a well-known trademark owned by Nike Inc. makes clear to 

consumers that sneakers emblazoned with the silhouette of a swoosh are legitimate Nike 

sneakers, not sneakers made by a rival shoe company.  

Every trademark has an inherent and necessary connection to consumers’ mental 

perceptions of the product, service, or business that the trademark represents. This is 

commonly referred to as “good will.” See Virgin Enters. Ltd. v. Nawab, 335 F.3d 141, 147 

(2d Cir. 2003) (“[T]rademark law accords merchants the exclusive right to the use of a 

name or symbol in their area [of] commerce . . . so that the merchants can establish 

goodwill for their goods based on past satisfactory performance, and the consuming public 

can rely on a mark as a guarantee that the goods or services so marked come from the 

merchant who has been found to be satisfactory in the past.”) Because of this inherent 

connection between trademarks and consumer perceptions, a trademark is considered to 

have “no existence separate from the good will of the product or service it symbolizes.” 

1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 2:15 (5th ed. 

2025). Accordingly, unlike patents and copyrights, trademarks may not be transferred as 

mere abstract intellectual property severed from the public perception of the underlying 

trademarked product, service, or business. See 15 U.S.C. § 1060 (“A registered mark . . . 
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shall be assignable with the good will of the business in which the mark is used, or with 

that part of the good will of the business connected with the use of and symbolized by the 

mark.”); Fed. Treasury, 726 at 75–76; 1 McCarthy § 2:15 (“[A] trademark cannot be 

assigned to another apart from the accompanying good will which it symbolizes.”); Berni 

v. Int’l Gourmet Rests. of Am., Inc., 838 F.2d 642, 646 (2d Cir. 1988) (“[T]rademark rights 

do not exist in the abstract, to be bought and sold as a distinct asset.”). Instead, for a 

trademark transfer to be valid, the transfer must include the underlying trademarked 

commercial undertaking in some meaningful respect. Fed. Treasury Enter., 726 F.3d at 

75–76. If a trademark is assigned “in gross”—that is, without its accompanying good will—

then the assignment is considered invalid. Fitzpatrick v. Sony-BMG Music Ent., Inc., 

No. 07-cv-02933, 2010 WL 3377500, at *2 (S.D.N.Y. Aug. 24, 2010).  

In this case, defendant argues that Section 7.3 is at most a prohibited “in gross” 

transfer of trademark rights. Mot. 10. Defendant asserts that the DLA “does not transfer 

. . . any goodwill whatsoever” and “[p]laintiff [does not] allege that it has acquired . . . the 

goodwill associated with the Kobenstyle Mark or the business the Kobenstyle Mark 

represents.” Mot 11. On this basis, defendant argues that the Kobenstyle mark has not 

changed hands, notwithstanding the language of Section 7.3. 

Plaintiff concedes that no aspect of defendant’s business has changed hands but 

points out that a trademark can be validly transferred even without transfer of the 

underlying business so long as the recipient continues or intends to continue producing 

similar goods. Opp’n 25; see also Defiance Button Mach. Co., 759 F.2d at 1059 (“[A] 

trademark may be validly transferred without the simultaneous transfer of any tangible 

assets, as long as the recipient continues to produce goods of the same quality and nature 

previously associated with the mark.”). The fundamental requirement for a valid transfer 
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of trademark is continuity of the underlying product or business. Dial-A-Mattress 

Operating Corp. v. Mattress Madness, Inc., 841 F. Supp. 1339, 1350 (E.D.N.Y. 1994) 

(“[R]ather than looking for some formalistic passage of assets, the test is simply whether 

the transaction is such that the assignee can go on in real continuity with the past.”) 

Accordingly, courts will recognize a transfer of a trademark to be valid where “(a) the 

goodwill of the concern has not wholly dissipated, (b) the . . . assignee retains the intent to 

produce or market within a reasonable time a product or service substantially the same in 

nature and quality as that with which the trademark has been associated, and (c) such 

resumption of operations occurs within a reasonable time under the circumstances.” 

Defiance Button, 759 F.2d at 1060; see Opp’n 25. 

The Court holds that under the Defiance Button standard, plaintiff’s complaint fails 

to allege a valid transfer of trademark ownership because the complaint does not plead 

that plaintiff intends to produce or market Kobenstyle products within a reasonable 

timeframe. Plaintiff’s opposition asserts, baldly, that “[t]he Complaint alleges this.” 

Opp’n 25. But this assertion is not followed by a citation to the complaint, and the Court’s 

own review of the complaint finds no allegation that plaintiff intends to market its own 

Kobenstyle goods or engage in a partnership with a different collaborator to do so. It is 

also not sufficient that plaintiff’s opposition brief argues that plaintiff will take these steps. 

See Opp’n 25–26 (“[Plaintiff] intends to market, or license to other entities, the Kobenstyle 

marks. It is not in a position to license it to others at the moment because [defendant] has 

refused to cease manufacturing these items, meaning the value of [plaintiff]’s rights are 

impaired.”) The inclusion of assertions in a legal brief is not the same as pleading factual 

allegations in a complaint. “[A]rguments and facts alleged in a brief in response to a 

motion to dismiss are not facts the Court can consider in evaluating the sufficiency of a 
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complaint.” Bristol v. Town of Camden, 669 F. Supp. 3d 135 (N.D.N.Y. 2023); see also 

Smith v. Daou, No. 21-cv-12056, 2024 WL 911733, at *3 n.4 (D. Mass. Mar. 4, 2024) 

(“Assertions in an opposition to a motion to dismiss are not the equivalent of factual 

allegations, and the Court will not consider them as if pled in the . . . complaint.”). 

For the above reasons, the Court concludes that plaintiff has failed to state a valid 

Section 32 claim for infringement of the Kobenstyle trademark. The Court finds it 

unnecessary to reach the other arguments that defendant lodges in support of dismissing 

this claim. 

II. Plaintiff’s Claim Under Section 43 of the Lanham Act (Count V) 

Plaintiff’s fifth cause of action alleges that defendant has violated Section 43(a) and 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(a) and (c). Compl. ¶ 166. Section 43(a) 

is a statute meant to prohibit certain types of unfair competition. It “creates two distinct 

bases of liability.” Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S. 118, 122 

(2014). Section 43(a)(1)(A) covers “false association” while Section 43(a)(1)(B) covers 

“false advertising.” Id. Meanwhile, Section 43(c) prohibits what is known as trademark 

dilution. 15 U.S.C. § 1125(c); Louis Vuitton Malletier v. Dooney & Bourke, Inc., 454 F.3d 

108, 118 (2d Cir. 2006). 

Section 43(a)(1)(A) creates a federal cause of action to sue for infringement of an 

unregistered trademark, which is sometimes referred to as a claim for “false association.” 

Matal v. Tam, 582 U.S. 218, 225–26 (2017); 4 McCarthy § 27:14. “The standards governing 

claims for unfair competition, under Section 43(a) . . . , and for [registered] trademark 

infringement, under Section 32, are substantially the same.” Soter Techs., LLC v. IP Video 

Corp., 523 F. Supp. 3d 389, 397 (S.D.N.Y. 2021). However, when “suing under § 43(a) for 

infringement of an unregistered trademark, plaintiff must prove both validity and 
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infringement, unaided by any presumptions.” 4 McCarthy § 27:14 (citing Yarmuth-Dion, 

Inc. v. D’ion Furs, Inc., 835 F.2d 990 (2d Cir. 1987)). 

Section 43(a)(1)(B) is different from Section 43(a)(1)(A). It creates a federal cause 

of action for false advertising, which is distinct from trademark infringement. 4 McCarthy 

§ 27:14. The statute prohibits misrepresentations as to the “nature, characteristics, 

qualities, or geographic origin” of goods “in commercial advertising or promotion.” 

15 U.S.C. § 1125(a)(1)(B); ITC Ltd., 482 F.3d at 169. An infringement claim “cannot be re-

packaged as a false advertising claim in order to avoid having to prove trademark validity.” 

4 McCarthy § 27:14. 

Finally, Section 43(c) prohibits a specific type of conduct known as trademark 

dilution. This occurs when an entity uses a famous trademark that it does not own in such 

a way that the use dilutes the mark’s quality by blurring or tarnishment. United Air Lines, 

Inc. v. United Airways, Ltd., No. 09-cv-04743, 2013 WL 1290930, at *1 (E.D.N.Y. Mar. 4, 

2013). 

The conduct that plaintiff alleges violates Section 43 is defendant’s use of Jens 

Quistgaard’s name, initials, signature, biographical information, and likeness. 

Compl. ¶¶ 166, 168, 173. Plaintiff alleges that defendant agreed that upon termination of 

the DLA, defendant would: “(i) cease and no longer make, have made, use, offer to sell or 

sell Licensed Products; and (ii) cease using Licensed Trademarks for any purpose.” 

Compl. ¶ 167. Plaintiff alleges that the DLA defines “Licensed Trademarks” to include “the 

Quistgaard name, initials, signature, biographical information and likeness.” 

Compl. ¶¶ 101, 148, 168. And plaintiff alleges that defendant nevertheless continues to use 

Quistgaard’s name, initials, signature, and so on in marketing its products. Compl. ¶ 169. 

Plaintiff asserts that it “holds the exclusive rights to license these rights on behalf of 
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Qubra.” Compl. ¶ 173. Moreover, plaintiff alleges that “[t]he value of [plaintiff]’s exclusive 

rights is being injured by” defendant’s “misrepresentation[s]” and “false or misleading 

description[s]” of goods that defendant sells, as well as by defendant’s “unauthorized use 

of the Quistgaard . . . name, biography, [and] initials.” Compl. ¶ 173. Plaintiff also alleges 

that it has been injured by defendants “unauthorized marketing of the Quistgaard 

products.” Compl. ¶ 175.  

The Court first examines whether plaintiff has plausibly alleged that defendant’s 

conduct violates Section 43(a) and then evaluates the same with respect to Section 43(c).3 

A. Section 43(a) 

Defendant argues that plaintiff cannot maintain an action under Section 43(a) 

because plaintiff has failed to establish standing and failed to adequately plead either 

unregistered trademark infringement under Section 43(a)(1)(A) or false advertising under 

Section 43(a)(1)(B). Mot. 13–18. The Court considers each argument in turn. 

1. Standing 

The bar for standing for a Section 43(a) claim is substantially lower than for a 

Section 32 claim. Section 43(a) grants standing to “any person who believes that he or she 

is likely to be damaged.” 15 U.S.C. § 1125(a)(1). Although “[r]ead literally, that broad 

language might suggest that an action is available to anyone who can satisfy the minimum 

requirements of Article III,” the Supreme Court has held that standing to sue under Section 

 
3  The fifth cause of action in the Complaint is a single count for violation of 15 U.S.C. 
§ 1125. Compl. 37. The count is premised on violations of 15 U.S.C. § 1125(a) and 1125(c). 
Compl. ¶ 166. Although this constitutes a single claim, the Court uses the phrase “false 
association claim” (and similar language) to refer to the cause of action insofar as it rests 
on an alleged violation of Section 1125(a)(1)(A), “false advertising claim” insofar as it rests 
on an alleged violation of Section 1125(a)(1)(B), and “trademark dilution claim” insofar as 
it rests on an alleged violation of Section 1125(c). 
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43(a) applies only to plaintiffs who meet a two part test: those (1) “whose interests fall 

within the zone of interests protected by the law invoked” and (2) “whose injuries are 

proximately caused by violations of the statute.” Lexmark, 572 U.S. at 129, 132. 

To start, plaintiff falls within the zone of interests protected by Section 43(a). “The 

scope of the zone of interests is not ‘especially demanding,’ and the plaintiff receives the 

‘benefit of any doubt.’” Belmora LLC v. Bayer Consumer Care AG, 819 F.3d 697, 707 (4th 

Cir. 2016) (quoting Lexmark, 572 U.S. at 130). With respect to claims for unregistered 

trademark infringement, a plaintiff need not be the unregistered trademark’s owner to 

meet Lexmark’s “zone of interests” test. See Ripple Analytics Inc. v. People Ctr., Inc., 153 

F.4th 263, 271 (2d Cir. 2025). For example, “[c]ourts have consistently recognized that this 

broad language confers standing on trademark licensees.” Calvin Klein Jeanswear Co. v. 

Tunnel Trading, No. 98-cv-05408, 2001 WL 1456577, at *5 (S.D.N.Y. Nov. 16, 2001). 

Plaintiff’s complaint alleges that it is precisely such a licensee, having been authorized by 

the Collaboration Agreement between Qubra and plaintiff to itself re-license the 

Quistgaard marks and receive royalties from such re-licensing activity. See, e.g., 

Compl. ¶ 127 (alleging the existence of “an agreement between Qubra and [plaintiff] 

whereby [plaintiff] has the exclusive right to manage and license Quistgaard intellectual 

property). The Court also finds that plaintiff clears the low bar of the zone-of-interests test 

with respect to its allegations regarding false advertising. For example, plaintiff alleges that 

its re-licensing rights are being harmed by defendant’s marketing and promotional 

materials. See, e.g., Compl. ¶¶ 159, 172, 175. 

 Second, plaintiff has plausibly alleged proximate cause. Proximate cause requires 

that the plaintiff allege “economic or reputational injury flowing directly from the 

deception wrought by the defendant’s” conduct. Lexmark, 572 U.S. at 133. The central 
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issue is “whether the harm alleged has a sufficiently close connection to the conduct the 

statute prohibits.” Id. Plaintiff easily satisfies this requirement. This is not a case where 

causation is nebulous or complex. Rather, plaintiff is alleging that it holds the exclusive 

right to re-license certain rights on behalf of Qubra and the value of the right to re-license 

those rights is diminished insofar as defendant is engaging in commercial activity that 

requires those rights without permission and without paying. 

Because plaintiff meets both elements of Lexmark’s two-prong standing test, the 

Court accordingly concludes that plaintiff has standing to raise a Section 43(a) claim. 

2. Unregistered Trademark Infringement (False Association) 

Defendant next argues that even if plaintiff had standing, the Court must dismiss 

the unregistered trademark infringement claim because defendant is using Jens 

Quistgaard’s name and initials only in a descriptive and factual sense—to convey to 

consumers that defendant is selling goods that were, in fact, designed by Quistgaard. Mot. 

15–16; Reply 13. Defendant argues that this use “constitutes fair use under the Lanham 

Act and is not actionable by [p]laintiff.” Mot. 16; see also Reply 13.  

The doctrine of classic fair use “is a defense to a charge of trademark infringement 

under which the [defendant] argues that it is not using a descriptive, geographically 

descriptive, or personal name designation in a trademark sense, but only to describe the 

defendant’s goods or services, or their geographic origin, or to name the person involved 

in running the business.” 1 McCarthy § 11:45. “[T]he mere fact that someone owns a mark 

that contains a particular word or phrase does not grant the holder the exclusive right to 

use that word or phrase commercially. . . . Where another person uses the words 

constituting that mark in a purely descriptive sense, this use may qualify as permissible 

fair use.” Kelly-Brown v. Winfrey, 717 F.3d 295, 308 (2d Cir. 2013). Fair use is a statutory 
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defense to registered or unregistered trademark infringement. See 15 U.S.C. § 1115(b)(4) 

(making it a defense to registered trademark infringement “[t]hat the use of the name, 

term, or device charged to be an infringement is a use, otherwise than as a mark, of the 

party’s individual name in his own business, or of the individual name of anyone in privity 

with such party, or of a term or device which is descriptive of and used fairly and in good 

faith only to describe the goods or services of such party, or their geographic origin”); 

W. Publ’g Co. v. Rose Art Indus., Inc., 733 F. Supp. 698, 700–01 (S.D.N.Y. 1990), aff’d on 

other grounds, 910 F.2d 57 (2d Cir. 1990) (noting that the classic fair use defense set out 

in Section § 33(b)(4) of the Lanham Act also applies to claims of unregistered trademark 

infringement). As one treatise notes, when a trademark owner trademarks a word or term 

that is descriptive, “the trademark owner must live with the result that everyone else in the 

marketplace remains free to use the term in its original ‘primary’ or descriptive sense.” 

1 McCarthy § 11:45. 

Defendant’s assertion that its conduct constitutes fair use of the unregistered 

Quistgaard trademarks is not an appropriate basis on which to grant a motion to dismiss 

under Rule 12(b)(6). Classic fair use is an affirmative defense. See KP Permanent Make-

Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 114 (2004) (discussing “the statutory 

affirmative defense of fair use to a claim of trademark infringement”). For this reason, it is 

typically inappropriate to resolve the defense at the motion to dismiss stage. Kelly-Brown, 

717 F.3d at 308 (2d Cir. 2013) (“Because fair use is an affirmative defense, it often requires 

consideration of facts outside of the complaint and thus is inappropriate to resolve on a 

motion to dismiss.”); see also 1 McCarthy § 11:49 (“Because classic fair use is an affirmative 

defense, it is normally not appropriate for consideration on a [12(b)(6) motion]. Classic 

fair use can [instead] be determined on a motion for summary judgment.”).  
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Thus, defendant’s motion to dismiss plaintiff’s false association claim is denied. 

3. False Advertising 

Defendant argues that plaintiff’s false advertising claim must be dismissed because 

it is duplicative with the unregistered trademark infringement claim. The Court agrees. 

Section 43(a)(1)(B) prohibits false advertising by creating a cause of action against 

anyone who “in commercial advertising or promotion, misrepresents the nature, 

characteristics, qualities, or geographic origin of his . . . goods.” 15 U.S.C. § 1125(a)(1)(B). 

Federal law does not “prohibit false statements generally” but rather “prohibits only false 

or misleading descriptions or false or misleading representations of fact made about one’s 

. . . goods or services.” S.C. Johnson & Son, Inc. v. Clorox Co., 241 F.3d 232, 238 (2d Cir. 

2001). “A plaintiff may establish that a statement is false under two theories: either by 

demonstrating that challenged advertisement is ‘literally false, i.e., false on its face,’ or that 

the statement, while literally true, constitutes an implied falsehood that is ‘nevertheless 

likely to mislead or confuse consumers.’” N. Am. Olive Oil Ass’n v. D’Avolio Inc., 457 F. 

Supp. 3d 207, 221 (E.D.N.Y. 2020) (first quoting Time Warner Cable, Inc. v. DIRECTV, 

Inc., 497 F.3d 144, 153 (2d Cir. 2007); and then quoting Tiffany (NJ) Inc. v. eBay, Inc., 

600 F.3d 93, 112 (2d Cir. 2010)). 

Plaintiff’s opposition to defendant’s motion to dismiss argues that defendant has 

engaged in conduct that would constitute false advertising under the second type of theory: 

a true statement that constitutes “an implied falsehood that is nevertheless likely to 

mislead or confuse consumers.” Id.; Opp’n 22–23. Specifically, plaintiff argues that 

defendant is “creating the false impression that it remains authorized to sell the defined 

Licensed Products when it is not.” Opp’n 22 (citing Compl. ¶ 172). Defendant points out 

that there is a great deal of similarity between plaintiff’s false association argument (that 
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defendant is presenting consumers with products featuring the Quistgaard trademarks 

without authorization) and plaintiff’s false advertising argument (that defendant is 

misleading consumers by making them think that defendant is authorized to sell products 

featuring the Quistgaard trademarks when in fact defendant is not so authorized). 

Mot. 17–18. Defendant argues that “[h]arm created by a false suggestion of authorization 

is protected by the false association statute under Section 1125(a)(1)(A)” and not “by the 

false advertising statute under Section 1125(a)(1)(B).” Mot. 17–18. The Court agrees that 

plaintiff has failed to allege facts demonstrating that its false advertising claim is distinct 

from its false association claim. 

The Court does not find plaintiff’s rebuttal persuasive. Plaintiff cites a case where 

the Fourt Circuit Court of Appeals permitted a false association claim and a false 

advertising claim that overlapped with it to proceed in parallel. Opp’n 22–23 (citing 

Belmora, 819 F.3d at 713). However, the false statements involved in that case were unlike 

those alleged here. In Belmora, the defendant made extensive, detailed statements in its 

promotional materials implying that defendant’s product was the same as plaintiff’s. See 

Belmora, 819 F.3d at 703. For example, defendant circulated a promotional brochure to 

prospective distributors that stated that plaintiff’s trademarked brand—which was sold 

only in Mexico—was “now made in the U.S.” and that distributors should sign up to 

distribute the product because they “too can profit from this highly recognized topselling 

brand.” Id. The Belmora Court found that defendant’s “alleged false statements go beyond 

mere claims of false association; they parlay the passed-off . . . mark into misleading 

statements about the product’s nature, characteristics, qualities, or geographic origin, all 

hallmarks of a false advertising claim.” Id. at 712–13. By contrast, in this case, the idea that 

consumers will falsely believe that defendant is authorized to sell trademarked goods does 
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not sufficiently entail or imply a false statement that “go[es] beyond mere claims of false 

association.” Id. at 712–13.  

Thus, defendant’s motion to dismiss plaintiff’s false advertising claim is granted.  

B. Trademark Dilution 

Defendant’s motion to dismiss argues that plaintiff’s complaint does not allege the 

requisite elements for a trademark dilution claim. Mot. 18–19. Plaintiff’s opposition makes 

no mention of trademark dilution and does not attempt to address or rebut defendant’s 

arguments. The Court concludes that plaintiff’s “failure to address this argument in 

opposition to the defendant’s motion to dismiss amounts to a concession.” Cui v. Planet 

Green Holdings, Inc., No. 23-cv-05683, 2025 WL 2042431, at *5 (E.D.N.Y. July 21, 2025); 

see also Francisco v. Abengoa, S.A., 559 F. Supp. 3d 286, 318 n.10 (S.D.N.Y. 2021). 

Accordingly, the Court finds that plaintiff has abandoned its trademark dilution argument 

and defendant is entitled to dismissal with respect to the trademark dilution claim. 

III. Plaintiff’s Remaining Claims 

Plaintiff’s third and final federal law claim seeks a judicial declaration under the 

Declaratory Judgment Act clarifying the intellectual property rights of plaintiff and 

defendant respectively. Compl. ¶ 188. Defendant’s principal argument for dismissing this 

claim is that plaintiff has not plausibly alleged an actual case or controversy under the 

Lanham Act, and a Declaratory Judgment Act claim cannot survive on its own without an 

alleged violation of a substantive federal law. Mot. 21. However, because the Court has 

concluded that plaintiff has sufficiently pled at least one Lanham Act claim, the Court 

declines to dismiss the Declaratory Judgment Act claim for lack of a case or controversy. 

See Brooklyn Union Gas Co. v. Exxon Mobil Corp., 554 F. Supp. 3d 448, 469 (E.D.N.Y. 
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2021) (“Because [p]laintiff sufficiently alleges [federal law] claims, the Court declines to 

dismiss [p]laintiff’s claim under the Declaratory Judgment Act.”) 

Plaintiff’s remaining claims are state law claims over which plaintiff asserts that the 

Court has supplemental jurisdiction. Defendant’s only argument that these claims should 

be dismissed is that if the Court dismisses all of the federal law claims in the case, the Court 

would lack subject-matter jurisdiction over the remainder of the action. Mot. 19–20. 

Because the Court does not dismiss all of plaintiff’s federal law claims, defendant’s only 

argument for dismissing the state law claims is moot. See Velez v. MedRite, LLC, No. 24-

cv-02707, 2025 WL 2650137, at *1 (S.D.N.Y. Sept. 15, 2025) (“Because one of the plaintiffs 

has pleaded a federal claim . . . and [p]laintiffs’ state law claims are part of the same case 

or controversy and no circumstances justify declining to exercise jurisdiction, the Court 

has jurisdiction over [p]laintiffs’ state law claims.”). 
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CONCLUSION 

For reasons set forth above, defendants’ motion is GRANTED with respect to 

Count IV (Section 32 of the Lanham Act) and with respect to Count V (Section 43 of the 

Lanham Act) insofar as Count V raises a claim for false advertising under 15 U.S.C. 

§ 1125(a)(1)(B) and trademark dilution under 15 U.S.C. § 1125(c). Defendants’ motion is 

DENIED with respect to the remaining claims. The case is respectfully referred to the 

magistrate judge for pretrial supervision. 

 

SO ORDERED. 

  /s/ Natasha C. Merle  
NATASHA C. MERLE 
United States District Judge 

 
Dated:  December 16, 2025 

Brooklyn, New York 
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Screenshots of Post-Petition Sales 
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Show Me: RECIPES PRODUCTS STORIES

7 Products Matching “Kobenstyle”


Dansk Købenstyle Casserole
$46 - $94
$115 - $235

+5 More

Dansk Købenstyle Small Baker
$48.80 - $140
$122

Købenstyle Limited Edition Chocolate Baker
$44 - $66

Dansk Limited-Edition Chocolate Købenstyle Cookware
$26 - $64

Sale Sale

Sale Sale

Filters Recommended

1/29/26, 12:42 PM Food52

https://food52.com/search?query=kobenstyle&type=products&sort=rating%3Adesc 1/2
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

$110 - $165 $65 - $160

Købenstyle Saucepan, 2 QT Chocolate (Crate&Barrel
Custom)
$46
$115

Købenstyle Casserole Dish, 4 QT Chocolate (Crate&Barrel
Custom)
$64
$160

Købenstyle Saucepan, 1 QT Chocolate (Crate&Barrel
Custom)
$36
$90

Sale Sale

Sale

1/29/26, 12:42 PM Food52

https://food52.com/search?query=kobenstyle&type=products&sort=rating%3Adesc 2/2
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Show Me: RECIPES PRODUCTS STORIES

7 Products Matching “Quistgaard”


Dansk Lotus Candle Holder
$23.60
$59

Dansk Teak Fan Serving Board
$81 - $95.40
$135 - $159

Dansk Teak End-Grain Party Board
$149.40 - $207
$249 - $345

Dansk Købenstyle Casserole
$46 - $94
$115 - $235

Sale Sale

Sale Sale

Filters Recommended

1/29/26, 12:43 PM Food52

https://food52.com/search?query=quistgaard&type=products 1/2
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+5 More

Dansk Købenstyle Small Baker
$48.80 - $140
$122

Dansk Limited-Edition Chocolate Købenstyle Cookware
$26 - $64
$65 - $160

Dansk Copper Cookware by Jens Quistgaard
$127.60 - $195.60
$319 - $489

Sale Sale

Sale
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